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INTERNATIONAL NON-PROPRIETARY NAMES* 


By Lloyd C, Miller, Ph.D, 


Director of Pharmacepelal Revieien and 
Member, WHO Expert Committee on the International Pharmacepeela 


Interest in an international ayatem of common names for 
druge has doubtlows exiated for aa long as there has been a need for 
the wick to travel, and a desire for physicians to inform othera of 
their successful experiences, Lt was clear, however, that creation of 
such a system required the highest kind of international coopera- 
tion, Only relatively recently, of course, has there been adequate 
machinery for such cooperation since the problem is intimately 
bound up with that of an international pharmacopeia where the 
first step in obtaining common international standards and specifi- 
cations for drugs is agreement upon nomenclature. While the first 
effort toward an international pharmacopeia dates back much 
earlier, the first international conference on common, generic or 
non-proprietary names, was held in Geneva in 1892, sixty years 
ago, and a second was held in 1930 in Liege, Belgium. In addition, 
the 1906 and 1929 Brussels Agreements on the unification of the 
standards for potent drugs also dealt with nomenclature. As early 
as 1924 an international list of drug names was drawn up and sub- 
mitted under an International Protocol to national pharmacopeial 
bodies. Many of the latter adopted the “P. I.” names, including 
the U. S. P. Committee of Revision, and several recent issues of the 
U.S. P. carried them. 


Upon its creation the Health Organization of the League of 
Nations concerned itself with international nomenclature of drugs 
but beyond sponsoring the 1929 Brussels Agreement little concrete 
progress was made until just before war broke out in 1939. Need- 
less to say, the work was interrupted. The World Health Organi- 
zation, successor to the Health Organization of the League, became 
interested in the problem through the World Health Assembly, 

* Revised and expanded article based on an address delivered originally at the 


Symposium on International Trade-Mark Problems, at the Seventy-Fourth Annual Meet- 
ing of The United States Trade-Mark Association, New York City, on June 24, 1952. 
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which is the legislative body of WHO. The delegate from Portugal 
to the Third Assembly stated that it was unfortunate that some of 
the most valuable drugs should be known under different names, 
varying according to the country where they are sold. He felt that 
any impetus which WHO could give the selection and introduction 
of common names of new drugs would have the greatest value. A 
similar opinion was expressed by the delegate of Greece who stated 
that in a country such as his which is dependent almost entirely 
upon import for its drugs, the situation is so confusing that often 
doctors are quite unaware of what drug they are using. It was even 
urged that manufacturers be required universally to use the com- 
mon international names in labeling drugs and that steps be taken 
to insure that international names could not be registered for 
private use as brand names. These pleas arose from a multiplicity 
of non-proprietary names, especially for the drugs in wide use, to 
say nothing of the confusion existing on trade-marks. For exam- 
ple, the drug known here under the non-proprietary name, metha- 
done, which will shortly become the U.S.P. name, was known in 
Britain until recently as amidone, and has at least fourteen trade- 
names. Another example is the antimalarial drug which appears in 
the U.S.P. as chloroguanide, which is official in the British Pharma- 
copoeia as proguanil and for which it appears that the French once 
had two approved names, proguanide and chloriguane. 


The system of calling upon experts for technical advice in all 
public health fields is an important part of the WHO program as a 
whole. The system is given the broadest possible base by the crea- 
tion of expert advisory panels, of which there are about 50 in all, 
some of which are established jointly with other United Nations 
units. The panels are drawn up with due regard to geographic 
considerations and there is no stated limit on their size. Each panel 
member is appointed for a 5-year term and may be reappointed. 
It is made abundantly clear that each member serves individually 
as an expert and not as a representative of his government or of 
any other form of organization. As the need arises, the WHO 
Director-General invites 6 to 10 selected members of the panel to 
serve as an expert advisory committee. Generally this involves 
bringing the committee together for a session of about a week’s 
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duration. Some expert committees meet once or twice a year but 
others meet less often. 


The Expert Advisory Panel on the International Pharmaco- 
poeia comprises 30 experts in pharmaceutical matters selected 
from 17 countries of the world. 


The Expert Committee on the International Pharmacopoeia 
meets twice annually but it delegates to a Sub-Committee the pro- 
gram on international non-proprietary names. The Sub-Commit- 
tee on International Non-Proprietary Names was originally to be 
three in number, but now consists of four members: Dr. Hans 
Baggesgaard-Rasmussen, Professor of Organic Chemistry, Royal 
Danish School of Pharmacy; Dr. Rene Hazard, Professor of 
Pharmacology, School of Medicine, University of Paris; Dr. C. H. 
Hampshire, retired Secretary of the British Pharmacopoeia Com- 
mission, and the writer. In common with all WHO Experts, these 
serve on a voluntary basis without pay. 


The Sub-Committee uses the term, non-proprietary, instead of 
generic to designate names not covered by trade-mark rights. Since 
primarily the word generic means classification according to genus 
and genera, there is no doubt that ‘‘non-proprietary’’ is a more 
specific and less ambiguous term. This is a highly desirable at- 
tribute, considering especially the necessity for translation into 
other languages. 


The Sub-Committee now has established contact with the im- 
portant bodies concerned with selecting non-proprietary names 
across the world. In this country, these include the AMA Council 
on Pharmacy and Chemistry, which in granting Council ‘‘ac- 
ceptance’’ to new drugs, has long playéd a very important role in 
the selection of non-proprietary or generic names. Another United 
States organization is the U.S.P. although as a rule, the name of a 
drug is settled before it gains official status. However, the U.S.P. 
Committee of Revision wants official names that will be used and 
occasionally finds it necessary to replace an established name with 
something shorter and more euphonious; the case of the orally ef- 
fective form of the progestational hormone which was listed in 
U.S.P. XIII as Anhydrohydroxyprogesterone, and became Ethis- 
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terone in U.S.P. XIV, is an example. In the United Kingdom, the 
British Pharmacopoeia Commission is responsible for the selection 
of Approved Names and in France, it is the Permanent Commis- 
sion on the French pharmacopeia. The four Scandinavian coun- 
tries, Norway, Sweden, Finland and Denmark, have banded to- 
gether to form the Scandinavian Pharmacopoeia Council which 
selects names binding upon the four countries. These five bodies, 
representing the United States, United Kingdom, France and the 
Scandinavian countries, have all agreed to cooperate with the 
WHO Sub-Committee. Only the French and Scandinavian author- 
ities, however, have agreed definitely to defer their national de- 
cisions until the WHO has either selected a name or agreed that 
an international non-proprietary name is not needed. It is to be 
hoped that the WHO program can be administered sufficiently well 
and adjusted, if necessary, to win the confidence of the other na- 
tional bodies to the extent that they too, will find it possible to 
coordinate their study with that of the WHO. 


In considering the WHO program it is sometimes overlooked 
that in certain countries of Europe and Latin America a drug can 
go on the market only after the adoption of a non-proprietary 
name acceptable to the local national authorities. The firms in- 
volved have an understandable urge to get their product on the 
market and doubtless this places the authorities under considerable 
pressure to act independently without very much regard for selec- 
tions made elsewhere for the same drug. It will be apparent that a 
real concession is made when these authorities agree to subordinate 
their program by waiting for WHO action. Yet this has been done 
by the French and Scandinavian officials. Under the present U. S. 
trade-mark law, it is as essential here as elsewhere to select a non- 
proprietary name before placing a drug on the market in order to 
protect the brand name. And, of course, acceptance by the AMA 
Council on Pharmacy and Chemistry has long required the selec- 
tion of a suitable ‘‘generic’’ name. In short, the WHO program 
represents an extension to the international level of the same 
process that has been operating here and elsewhere on a national 
scale; if it is to succeed, the selections must be made in time to 
meet these needs at the national level, a fact which presents press- 
ing problems. 
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The Sub-Committee receives proposals for non-proprietary 
names from bodies such as the AMA Council on Pharmacy and 
Chemistry and pharmacopeial organizations, as well as from firms 
and individuals, through the four individual members or through 
the permanent Secretariat at Geneva. Generally the proposals 
come on an application form which calls for the information needed 
to give intelligent consideration of the proposals when circulated 
to the Sub-Committee members. 


Each member is expected to consider the proposal in the light 
of the accepted principles of nomenclature (See Appendix I) and 
to consult the existing lists of trade-marks available to him. Since 
any individual, firm, or organization may submit these proposals, 
efforts are being made to encourage submissions as soon as or 
even before information on the drug is available to the public. In 
this way the discoverer’s suggested name has an opportunity to 
receive prior consideration. Furthermore, it tends to avoid the 
awkward situation which has arisen so often in the past whereby 
two or more names are proposed for the same drug from different 
parts of the world. Finally, early proposals allow time for ade- 
quate consideration and greater opportunity for a full explanation 
of the reasons for adopting a given proposal. 


The decisions of the Sub-Committee are arrived at after one 
or two exchanges of correspondence. The Sub-Committee endeav- 
ors to take action within three weeks but it must be borne in mind 
that even with airmail to speed the interchange, international 
correspondence is time-consuming and that information of this 
sort does not lend itself to transmission by telegraph and cable. 
The Chairman has the authority to decide questions upon which 
the members are not in unanimous agreement but in practice, he 
does so only when urgency demands a decision prior to the next 
session of the Sub-Committee. 


The Sub-Committee, to date, has met twice annually and has 
held five sessions. Following each session and at intervals between 
sessions, lists of adopted international non-proprietary names are 
released. The first three lists were published as part of the WHO 
Technical Report Series (Nos. 35, 43, and 50). More recently, in 
the interest of promptness, the lists have been released in mimeo- 





138 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


graphed form. It seems likely that as such they may occasionally 
fail to command the attention they deserve and an effort is being 
made to have them published regularly in one of the official WHO 
periodicals. 


The Director-General of WHO transmits the list in an official 
communication to the Member States, requesting that the names 
be recognized as being not subject to private registration. It has 
been tacitly agreed that a period of six months will be allowed for 
receipt of protests from those who feel that their trade-mark 
rights are being infringed. Should no protests be forthcoming, the 
names become final. 


The Secretariat of the World Health Organization has re- 
ceived assurances that the WHO names will be recognized by the 
authorities of more than 50 of the 79 Member States of the WHO. 
The United States, through the U. S. Public Health Service and 
the Department of State, has indicated its willingness to cooper- 
ate. From the extent of difficulties experienced in several foreign 
countries from efforts to register non-proprietary names, includ- 
ing those already adopted by WHO, it would appear that greater 
emphasis should be put on securing the cooperation of national 
authorities in combatting this modern-day piracy. The name 
isoniazide has been a special target and applications for its regis- 
tration as a brand name in one form or another have been filed in 
five countries, all of which are Member States of WHO. An appeal 
has been made to the WHO by American interests but it has not yet 
borne fruit in the form of specific intervention. It would seem that 
the WHO is failing to grasp a golden opportunity to fulfill a very 
important function and place itself in a position of rendering such 
an indispensable service to public health in general and the 
pharmaceutical industry in particular that the latter’s unreserved 
cooperation would be assured. 


The project is suffering the usual growing pains of efforts of 
this sort. At the outset, grave concern was expressed in the United 
States, voiced particularly by the American Drug Manufacturers 
Association, as to how the WHO program would affect the long- 
recognized rights of the discoverer of a compound to name his 
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discovery. There was inquiry also on what care would be taken to 
guard against conflicts with trade-marks already registered. The 
Sub-Committee considered these misgivings and declared that the 
name suggested by the discoverer of a compound shall be given 
prior and sympathetic consideration provided it is in harmony with 
the Sub-Committee’s principles on nomenclature. 


Recently, the National Drug Trade Conference took note of 
this WHO program by authorizing the appointment of an advisory 
committee to which may be referred problems arising in connec- 
tion with the program. Thus the Conference, representing as it 
does all segments of U. S. pharmacy, assumes an important degree 
of responsibility for accomplishing the aims of the WHO in this 
respect. 


With respect to conflicts with existing registered names the 
problem is less easily met although full assurance has been given 
that the WHO has no desire to preempt registered names or select 
an international non-proprietary name which is confusingly close 
to a registered trade-mark. Toward this end, close cooperation has 


been established with the International Trade-Mark Office in 
Berne, Switzerland, which is concerned with the protection of in- 
dustrial property at the international level. This organization, 
however, appears unable to do very much about protecting non- 
proprietary names prior to its next meeting in Lisbon some years 
hence. 


There is a very limited opportunity to make certain that pro- 
posed names do not conflict with registered names. In this con- 
nection, the lack of a single composite and up-to-date list of inter- 
national trade-marks is sorely felt. Even in the United Sates where 
the problem seems to have greater economic importance than 
elsewhere, no current authoritative list of all names is available 
as public information. It would be an immense help to have agree- 
ment on guiding principles in this area. 


The only practical way, as far as U. S. drug producers are 
concerned, is for the WHO to make every effort to circulate the 
proposed names as widely as possible prior to their adoption. 
This affords an opportunity for protest on the part of an owner 
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of a brand name which may be jeopardized by adoption of the pro- 
posed non-proprietary name. He renders the first judgment on the 
likelihood of infringement and his view is fairly certain to be con- 
servative. It then is incumbent upon the Sub-Committee to decide 
whether the protest is justified and to take action consistent with 
this decision. In its activity to date, many proposals have been 
abandoned and in two cases, adopted names have been dropped 
upon discovery of conflict. 


As is well known in trade-mark circles, the question of what 
constitutes conflict is not neatly resolved and the Sub-Committee 
receives advice which is discordant to say the least. It appears to 
make “a difference whose ox is gored” to borrow from an ex- 
pression attributed to Martin Luther. 


The Sub-Committee is not oblivious to the fact that non- 
proprietary names are competitive with brand names and greater 
emphasis on them is feared as possibly diluting the benefits of 
brand name advertising. However, the response on the part of the 
pharmaceutical industry so far has been one of enthusiastic en- 
dorsement and encouragement with few exceptions. 


The aims of the program have met with universal approval 
elsewhere and in many places there is greater interest in it than 
in the International Pharmacopoeia. There is no question from a 
practical standpoint that the immediate impact of the non- 
proprietary names program on pharmacy and the drug industry 
exceeds that of the program on the International Pharmacopoeia. 


The international non-proprietary names are adopted in three 
languages, Latin, English and French. They are indexed in the 
order of the Latin form to conform with the listing of the titles 
of drugs in the International Pharmacopoeia. The choice of Latin 
rests on the premise that it is still the universal language of 
pharmacy. However, in the English-speaking countries, there is a 
trend away from Latin; the last two revisions of the U. S. 
Pharmacopoeia and the British Pharmacopoeia 1953 have English 
titles with the Latin titles included as synonyms where such exist. 
English and French are the ‘‘working languages’’ of WHO but 
its publications are translated also into Spanish and Chinese. 
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Since Latin is practically unknown to the Chinese, some interest- 
ing problems must arise. 


Consistent with the practice for the entire World Health 
Organization, ‘‘Oxford English’’ is used, resulting in retaining the 
diphthong combination, oe, in names such as hexoestrol. There is 
one execption, however, in methestrol and other inconsistencies 
may be found which have crept in despite careful checking but 
which can be corrected in future printings of the list. Some obvious 
omissions and errors have been corrected in making up Appen- 
dix III. 


Valid criticism may be levelled that the Sub-Committee has 
ignored some of its own rules, notably in regard to the length of 
names. This holds true not only for names taken over from other 
bodies, for which ample reason exists, but also in some of the names 
coined by the Sub-Committee. A problem is encountered here for 
which there is no obvious solution when the name of the acid-salt 
radical is particularly lengthy as in the examples, dihydrogen tar- 
trate and methanesulfonate sodium. 


As of December 1, 1952 about 278 names had been selected and 
announced, some of which are for drugs appearing in Volumes I 
and II of the International Pharmacopoeia. A considerable num- 
ber of these adopted WHO names differ from the name for the 
same product which is either official or is listed as an Approved 
Name in one country or another. For example, six of the WHO 
names differ from the official British Pharmacopoeial name while 
seven differ from the official United States Pharmacopeial title. 
Further, with respect to the United States, the adopted names 
agree with unofficial “generic” (non-proprietary ) names in 72 cases 
but not in 13 cases. These discrepancies reflect the lack of uniform- 
ity in nomenclature which has hitherto prevailed; their number 
would be larger if the Sub-Committee diligently pursued a course 
of selecting an international name for every drug used in the 
United States. Doubtless this holds true also for other countries in 
which the pharmaceutical industry is highly developed. Few differ- 
ences arise, however, when dealing with new drugs. It is the aim, of 
course, to make the selections early enough hereafter to eliminate 
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the differences entirely. Hope that the WHO program will ever 
achieve absolute uniformity is not yet justified, however. 


Because of the peculiar situation in the United States with 
respect to non-proprietary names this WHO program creates a 
special and unusual problem. The federal law governing drugs 
in the United States provides only that the labeling bear the com- 
mon or usual name of each active ingredient. It is important 
to note that the choice of the name is left to the manufacturer; 
apparently this practice differs from other countries having a 
highly developed drug industry. 


The Council on Pharmacy and Chemistry of the American 
Medical Association enters the picture only at the manufacturer’s 
request. As a rule this is not until he asks the Council to ‘‘accept’’ 
his product so that he may advertise it in the journals of the 
Association. More frequently of late, the AMA Council is being 
consulted on both generic and trade-names well in advance of 
actually requesting Council acceptance. These moves, of course, 
are made with a view to smoothing the way for favorable action 
later. 


Not infrequently, the chemical name of the drug is used as the 
‘‘common’’ name, there being no attempt to select a short name 
even if the chemical name is unwieldy. The recently revised United 
States law on trade-marks is such as to encourage the use of the 
common name in order to protect the rights of the trade-mark 
owner but it places no limit on the number of trade-marks nor 
indeed upon the common or usual names that may be used. The 
Food, Drug and Cosmetic Act is more specific in this respect. 


As a result of this situation within the United States and 
because many American firms engage in exporting drugs to other 
countries, the American drug industry has taken a keen interest 
in the WHO activities in selecting international names. It will be 
clear that lacking changes in the United States laws, for which 
there is no likelihood or desire, the cooperation of United States 
drug manufacturers must depend on a successful appeal for vol- 
untary agreement on their part. A disregard of this element 
could turn a highly meritorious WHO program into a relatively 
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empty gesture and indeed might well affect the entire World Health 
Organization adversely. 


A review of the rules of procedure published to date (and 
given in full in Appendix I) will be helpful. The Report on the 
First Session (WHO Technical Report Series No. 35, April 1951) 
states that interested parties (national pharmacopoeial authori- 
ties, manufacturers, etc.) should be invited to indicate drugs for 
which international non-proprietary names are required. There is 
mention of a two-month limit, presumably long since passed, after 
which WHO shall be free to approach manufacturers directly. A 
procedure is then set forth ‘‘for dealing with names by corres- 
pondence’’ as follows: 


‘“When a suggestion for the naming of a drug is sent to 
WHO by a member of the Expert Committee on the Unifica- 
tion of Pharmacopoeias (International Pharmacopoeia), or by 
one of the above-mentioned authorities, or by a manufacturer, 
this suggestion is to be sent immediately to the Chairman of 
the subcommittee, who will propose a name or a selection of 
names which will be sent to the other members of the subcom- 
mittée for their opinions. These opinions will be sent to the 
Chairman who will make a formal proposal. Should the name 
not meet with the approval of the other members of the sub- 
committee, they will write to the Chairman who will endeavor 
to obtain agreement from the members of the subcommittee. 
The Chairman has final authority to make decisions on the 
name after one or two exchanges of views, and will make the 
final choice.”’ 


In actual practice to date, the Chairman has seldom exercised 
the duty or prerogative of making the final choice in those cases of 
difference of opinion so far encountered, preferring instead to hold 
the problem over until the Sub-Committee’s next session. While 
it is commendable to allow an opportunity for full discussion, this 
practice nevertheless slows up proceedings demonstrably. It is 
manifest that rarely will a proponent of a name be satisfied to 
wait several weeks or months for the WHO decision. 


Recommendations were made for publishing the names ‘‘in a 
WHO official publication.’’ Further, the Director-General shall 
communicate the list through certain specified channels. Provision 
is made for urging that the selected names be protected from 
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registration by private interests and finally in the event that a 
name conflicts with a registered trade-mark in some country, a 
closely similar name shall be selected for use in that country. 


The Report on the Second Session (WHO Technical Report 
Series 43, November 1951) set forth in an appendix certain general 
principles for guiding the Sub-Committee on International Non- 
Proprietary Names. There is mention of a six-month ‘‘waiting 
period’’ for a search at Berne by the International Union for the 
Protection of Industrial Property and elsewhere. A resolution 
concerns establishing arrangements with the Union for this search. 
Further mention is made of selecting another name should a con- 
flict be encountered in a given country. However, a very unfortu- 
nate inconsistency has crept into the Sub-Committee reports in this 
connection. The First Report (WHO Tech. Rep. Series No. 35, 
April 1951) states (as quoted in Appendix I) that ‘‘when there is 
an objection to the adoption of the name decided upon...a name 
as similar as possible...be adopted.’’ The Third Report (WHO 
Tech. Rep. Series No. 50, May 1952) reaffirms this principle but 
adds the important phrase ‘‘in that country.’’ This would appear 
to indicate that the Sub-Committee would deliberately disregard 
rights established at the national level by adopting a name which 
could not be used everywhere. That such is not the case is evinced 
by the Sub-Committee’s decision to change adopted names where 
conflict clearly has been encountered. 


Under these rules of procedure the members of the Sub-Com- 
mittee are solely responsible for the selection of the names. This 
responsibility properly includes ascertaining whether the name 
selected conforms to the general principles which have been 
adopted. It also includes ascertaining that there is no conflict 
of a selected name with a registered name. The importance of this 
second responsibility has not been emphasized sufficiently nor has 
attention been given to providing protection against legal action 
arising through damages, real or fancied, resulting from the WHO 
program. 

It is believed in some quarters that while the present rules 
anticipate the possibility of selecting a name which conflicts with a 
registered trade-mark they do not, however, provide adequate safe- 
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guards against this. The situation may arise whereby a firm in 
country A may be marketing a drug under the name X and the Sub- 
Committee happens to pick Xa, a name similar to X, as the non- 
proprietary name for this or a different drug. In country A there 
is no great problem but in countries B, C and D, where Xa is 
recognized as an international non-proprietary name, the firm can 
get no protection for its trade-mark. The result is that much of 
the value of the trade-mark X, as regards the export market, has 
been lost without the firm’s having been given an opportunity to 
protect its rights. 


It is to prevent this situation that a happy arrangement has 
been made with the Combined Trade-Mark Bureau to publish the 
proposals in its Bulletin as received. A study aimed at providing 
a well-defined course of procedure is now in progress in conjunc- 
tion with trade-mark experts in this country. 


There is finally the matter of making the international non- 
proprietary names known. Apparently the reports of the Sub- 
Committee on International Non-Proprietary Names will no 
longer bé published because of the lack of demand for them. This 
raises a problem of how the international names can be protected 
from registration in countries such as the United States where 
the names will not be recognized by the federal trade-mark 
authorities until they have appeared in print. 


It appears that no existing official WHO periodical can render 
the needed service. It may prove necessary, therefore, to enlist 
the aid of the private press. Doubtless this cooperation can be 
achieved in many areas of the world and already 2 periodicals in 
the United States are publishing the lists of proposals as rapidly 
as received. However, this sort of arrangement will not meet the 
legal requirements of the situation unless the World Health 
Organization makes a contract with the private publishers involved 
and announces that publication in this way is to be considered 
official. 


In summary, this WHO program represents an effort at the 
international level to solve the problem of multiple non-pro- 
prietary names for drugs by an approach which has proven fairly 
successful on a national scale in several parts of the world. In- 
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deed, the very success of these national bodies, unfortunately act- 
ing independently, has created the problem. 


It follows, therefore, that the WHO can succeed in achieving 
international uniformity only by winning the cooperation and 
confidence of all parties concerned across the world with the 
selection and establishment of non-proprietary names for drugs. 
To this end it has pledged its best efforts. 
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APPENDIX | 


PUBLISHED RULES OF PROCEDURE 


(References cited are series numbers and the relevant 
pages of the WHO Technical Reports) 


Preliminary Recommendations: (WHO Technical Report 35, pp. 25 
and 26, April 1951). 


“*Resolutions Adopted at the Sixth Session of the Executive Board 
—In accordance with the resolutions of the Executive Board at its 
sixth session the subcommittee recommended that a letter giving a full 
explanation of these resolutions be sent to national pharmacopoeial 
authorities through their governments. The national pharmacopoeial 
authorities and other bodies dealing with this matter should be asked 
to advise WHO of new drugs which might be included later in the 
Pharmacopoea Internationalis (Ph. I.) and for which international 
non-proprietary names are required. They should also be asked to 
invite manufacturers and research laboratories to indicate to, them 
such new drugs. In order. to, speed) up, matters, they could) also, invite 
manufacturers, research, laboratories, and) universities. to, indicate. these 
drugs. directly. to, WHQ, 


Should) na, answer, be. receixed) from, national) nhanmacanasia 


athontiess Onno Rubel ali AGP HAG ATOMS UL SURH BED NH fi, 
Withith ti TAH, this Shaw bee tatieth ai ath Tadinatiath Hale fe 
ANAS TAHARI SHEA Rs WS) TRH RET 4) De capi insHd tell 
CHESSER Say WEG). Hite THIGH Wiss Ui Fife SUEWCUHTH HAS HHT UH HatiNUer ‘tb 
SSO SEHR TMU FeE hs Bh ety Uidtis. He PUNUtiti [prseedtite ‘fir 
Healt With ‘Hites ‘By ‘CUrrespiiideti¢e between ‘iieétings Wis agreed 
uipth. Wheh ‘a stigeestibh fir the ‘niititg ‘of ‘a diz ‘is Sent ‘to WHO 
by a member of the Expert Committee on the Unification of Pharma- 
copeias*, or by one of the above-mentioned authorities, or by a manu- 
facturer, this suggestion is to be sent immediately to the Chairman 
of the subcommittee, who will propose a name or a selection of names 
which will be sent to the other members 6f the sub-committee for their 
opinions. These opinions will be sent to the Chairman who will make a 
formal proposal. Should the name not meet with the approval of the 
other members of the subcommittee, they will write to the Chairman 
who will endeavor to obtain agreement from the members of the sub- 
committee. The Chairman has final authority to make decisions on 
the name after one or two exchanges of views, and will make the final 
choice. 


‘‘The subcommittee recommends that these international non- 
proprietary names be published in a WHO official publication. These 


* Now called the Expert Committee on the International Pharmacopoeia. 
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international non-proprietary names will then be communicated by 
WHO to Member States, to national pharmacopoeial authorities, 
national public health administrations or national drug administra- 
tions or similar bodies, with the recommendation that they be adopted 
for national use, in accordance with the procedure set forth in the 
recommendation adopted by the Third World Health Assembly. 


‘‘The procedure is the following: 


‘* * * such names as are from time to time selected and approved 
by the expert committee should be communicated by the Director- 
General to national pharmacopoeial authorities, together with a 
recommendation that these names be officially recognized and 
approved, and, if the substances are eventually included in the 
national pharmacopoeia, adopted as pharmacopoeial names; 


‘* * * such recommendations shall further include a request that 
such measures as may be deemed appropriate by Member States 
be taken with a view to preventing the use of the names selected 
for unauthorized purposes, and in particular to prevent the 
granting of exclusive proprietary rights in these names to the 
manufacturer. 


‘* * * when there is an objection to the adoption of the name 
decided upon—if, for instance, the proposed name or a closely 
similar name is already registered as a trade-mark in a country— 
a name as similar as possible to the name decided upon and re- 
specting the general principles for a system of international non- 
proprietary names be adopted.’ ”’ 


General Principles: (WHO Technical Report 43, pp. 29 and 30, Novem- 
ber 1951) 


‘‘General Principles for a System of International Non-Proprie- 
tary Names—In order to avoid the difficulties which arise from the 
multiplicity of names for the same medicinal substance, WHO should 
adopt the practice of recognizing, as approved names, certain non- 
proprietary names which may be used freely by manufacturers. 


‘‘The intention is that, if any of the drugs to which those ap- 
proved names are applied should eventually be described in the 
Pharmacopoea Internationalis (Ph. I.) or in a national pharma- 
copoeia, the approved name should be its official title. On the other 
hand, the recognition of an approved name does not imply that the 
substance will necessarily be included in the Ph. I. 


‘‘Request from manufacturers and others for approved names for 
products which appear likely to come into established use might be 
considered. Such requests should be accompanied by: 
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a) reports of pharmacological and clinical investigations on 
the drug concerned; and 

b) a number of suggestions for a suitable name, having re- 
gard to the need to avoid similarity to existing trademarks and 
other current names. 


“‘If a manufacturer should desire to issue under a proprietary 
name a drug for which an approved name has been provided, it is 
recommended that the label should bear the approved name of the 
substance. 


‘‘The following general principles are stated for guidance in de- 
vising new names: 


1) Names should, preferably be free from any anatomical, 
physiological, pathological, or therapeutic suggestion. 

2) An attempt should first be made to form a name by the 
combination of syllables from the scientific chemical name, in 
such a way as to indicate the significant groupings of the com- 
pound. 

3) Names should, in general, not exceed four syllables. 

4) Names should be distinctive in sound and spelling, and 
should not be liable to confusion with names already in use. 

5) Names which are difficult to pronounce or to remember 
should be avoided. 

6) The addition of a terminal capital letter or number should 
be avoided. 

7) Names already used in the national pharmacopoeias or 
officially adopted in any country, or which are included in New 
and Non-Official Remedies, should receive preferential considera- 
tion. 

8) The following terminations should be used :* 


Latin English 


-inum -ine for alkaloids and organic bases 

-inum -in for glyterides and neutral principles 

-osidum -oside for glycosides 

-olum -ol for alcohols and phenols (-OH group) 

-alum -al for aldehydes 

-onum -one for ketones and other substances con- 
taining the CO group 

-enum -ene for unsaturated hydrocarbons 

-anum -ane for saturated hydrocarbons 


* Footnote—A special problem arises with the quinquevalent nitrogen compounds 
and the following is quoted from a recent letter to the Sub-Committee from the 
Secretary: 

Naming of quinquevalent nitrogen compownds—Since the second session of 
the Sub-Committee international non-proprietary names have, where appropriate, 
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Implementing Resolutions: (WHO Technical Report 50, pp. 28 to 30, 
May 1952) 


‘‘* * * 2) Considering that it is desirable that international non-pro- 
prietary names selected by the World Health Organization should not 
conflict with trade-marks deposited or registered throughout the 
world, 

RECOMMENDS that the Director-General, in connection with 
his discussions with the International Union for the Protec- 
tion of Industrial Property for the protection of non-proprietary 
names for drugs, propose that arrangements be made for pre- 
venting these names being registered as trade-marks in any 
country signatory to the Union Convention signed at Paris on 
20 March 1883, revised at Brussels on 14 December 1900, Wash- 
ington on 2 June 1911, The Hague on 6 November 1925, and 
London on 2 June 1934, for a period of six months after they 
have been sent to the Member States, and that a search be in- 
stituted during this period, through the International Union 
for the Protection of Industrial Property and other appropriate 
means, to ascertain that names selected as international non- 


proprietary names do not conflict with existing trade-marks. 
* & #9) 


‘‘* * * b) Considering that until an international non-proprietary 


name has been adopted by Member States as the only non-proprietary 
name official in the country for a given drug, there will be in existence 
in some cases, besides the international non-proprietary name, the 
non-proprietary name chosen by the pharmacopoeia commission or 
other similar authority in the country; 


included the termination based on the second part of Rule 33 of the International 
Union of Pure and Applied Chemistry, which reads as follows: 


‘For aliphatic compounds containing quinquevalent nitrogen the ending 
‘ine’ will be changed to ‘onium.’ For cyclic substances containing quinque- 
valent nitrogen in the ring the ending ‘ine’ will be changed to ‘inium’; for 
those with the ending ‘ole,’ this will be changed to ‘olium.’ Examples: 
pyridine, pyridinium; imidazole, imidazolium.’’ 
following difficulties have arisen :— 


‘*(1) Endings other than -ine and -ole are not covered by this rule, which 
is of no guidance for names such as ‘mepiphenidol,’ ‘ diperodon,’ ‘metaraminol,’ 
‘piperoxan,’ etc., the salts of which may be regarded as quinquevalent nitrogen 
compounds. 


**(2) In accordance with rule 33 ‘cyclopentamine hydrochloride’ should 
become ‘cyclopentamonii chloridum’ and the corresponding chemical name 
‘N, a -dimethyl-cyclopentylethylamine hydrochloride’ should become ‘N, a 
-dimethyleyclopentyl-ammonium chloride.’ However, P. E. Verkade (La Re- 
vision Recente de la Nomenclature des Combinaisons Organiques Rec. Trav. 
Chim. Pays-bas, 1932, 51, 185-217) in his comments on rule 33 writes, ‘En ce 
qui concerne la deuxieme partie de cette regle, ethylamine ethylammonium.’ 
We have retained two ‘m’ in spelling the chemical names, but for simplicity, 
ut only one ‘m’ in the international non-proprietary name. Other examples 
of this difficulty are the chemical names for ‘dibemethonii chloridum’ and 
‘dimenhydrinas.’ ’’ 
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Considering, therefore, that it would be desirable that this source 
of confusion should be eliminated so that there is only one official non- 
proprietary name for a drug in a country, 


RECOMMENDS 


1. That Member States replace such names by the interna- 
tional non-proprietary names selected by the World Health 
Organization ; 


2. That with respect to non-proprietary names for new 
drugs moving in international commerce the World Health Organ- 
ization request national pharmacopoeia commissions and other 
bodies, before taking a decision thereon, to communicate the sug- 
gestions for such names under consideration to the World Health 
Organization for transmission to the Subcommittee on Non-Pro- 
prietary Names, without prejudice to the eventual selection of 
a name by the subcommittee.”’ 


APPENDIX II 


The WHO Secretariat advises that the following Member States of 
WHO have pledged coéperation to the extent of giving official recognition 
to the International Non-Proprietary Names for Drugs. 


Brazil Italy 
Burma Lebanon 
Canada Luxemburg 
Ceylon Mexico 
Chile Norway 
Denmark New Zealand 
Egypt Pakistan 
France Portugal 
Greece Sweden 
Guatemala Syria 
Hashemite Kingdom of Turkey 

Jordan United Kingdom 
Iran United States of America 
Ireland Viet-Nam 


Of these countries, only Guatemala has actually drafted a regulation 
to effect this codperation. 


About 25 other Member States have expressed a sympathetic attitude 
but have taken no definite action. 
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PRACTICAL CONSIDERATIONS IN THE SELECTION 
OF A TRADE-MARK* 


By Herbert P. Kenwayt 


It has been my experience that many manufacturers get into 
trouble in trade-mark matters because of ignorance on their own 
part or because of improper advice in connection with the selection 
of a trade-mark to identify their products. Because many mis- 
conceptions relating to trade-marks appear to be almost universal 
a few remarks on the subject may be of interest to the general bar. 
It is by no means my purpose to attempt here any general survey 
of trade-mark law as a whole but rather to focus certain important 
factors which should be considered at the time a trade-mark is 
selected. 


By way of introduction it should be pointed out that our trade- 
mark law today adheres closely to the English common law which 
forms the historical foundation for almost every feature of modern 
trade-mark law in the United States. For example, while trade- 
marks used in interstate commerce may be registered in the United 
States Patent Office,and while the various states are provided with 
registration mechanisms, the effect of a registration is very largely 
to confer procedural advantages upon the registrant. The sub- 
stantive rights are derived almost exclusively from the activity of 
the registrant with respect to the use of the trade-mark upon goods 
sold by him prior to his application for registration. If a manufac- 
turer has not used a trade-mark, he cannot secure any valid reg- 
istration. Registration is literally correct terminology, because 
a registration merely serves as a formal confirmation of rights 
already vested in the registrant. 


Trade-marks originated in an age of illiteracy, at a time when 
only the clergy and learned professions were able to read. Con- 
sequently the earliest trade-marks were almost invariably com- 
prised of symbols. An iron foundry would stamp a triangle on 
each casting to inform all those who saw it that the casting was 
the product of that foundry. Other foundries used other symbols. 


* Reprinted by permission from the Massachusetts Law Quarterly for October 1952. 

+ Member of law firm Kenway, Jenney, Witter & Hildreth, Boston, Mass., member 
of Trade-Mark Committee of the Boston Patent Law Association, lecturer on patents 
at Law School of Northeastern University. 
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Another good example of early trade-marks are the hallmarks 
to be found on silver. It will be noticed on a piece of English silver 
that there are three or four different symbols. One symbol indi- 
cates the year in which the piece was made, another symbol indi- 
cates that the percentage of silver in the piece is above a prede- 
termined standard, and another symbol indicates or identifies the 
silversmith who made the piece. In earlier time there was also 
a symbol to indicate that the silversmith was a member of the guild 
possessing monopolistic privileges in a given area of England. 


Such symbols, therefore, were primarily indications of origin. 
In trade-mark law the term ‘‘origin’’ has a technical meaning 
which must be understood if the general law of trade-marks is to 
be comprehended. A trade-mark does not necessarily indicate to 
the public that an article was manufactured by any particular com- 
pany; it does indicate that one article bearing the trade-mark 
appears on the market under the same sponsorship as all other 
articles bearing the same trade-mark. For example, the trade-mark 
‘‘Kodak’’ appearing upon a camera indicates to those who know 
about photography that the camera was manufactured by the 
Eastman Kodak Company in Rochester, New York. However, the 
term ‘‘ Kodak”’ has significance to thousands of people who have no 
idea what the name of the company is or where it is located. If 
John Doe purchases a ‘‘ Kodak’’ camera and likes it, he will prob- 
ably purchase another ‘‘Kodak’’ camera some day and will per- 
haps recommend ‘‘ Kodak’’ cameras to his friends. In such a case 
the trade-mark is obviously an asset. The reverse is also true; 
if a man buys a pair of shoes bearing a certain trade-mark 
and finds them most unsatisfactory, he will in all probability 
be careful not to buy another pair of shoes with that trade- 
mark and will probably give his friends the same advice. In such 
a case the trade-mark is a liability. 


Sales managers appear in general not to understand the 
primary function of a trade-mark, but rather visualize a trade- 
mark as a selling or advertising device. Hence the ordinary sales 
manager will select a trade-mark which ‘‘tells a story.’’ To coin 
an example, a sales manager would prefer to select for cameras 
a trade-mark such as ‘‘Bestlens.’’ He feels that with such a 
trade-mark he not only identifies the product of his company, but 
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also puts across a sales ‘‘message’’ every time the trade-mark is 
used. 


Here, however, the understandable desires of the sales man- 
ager clash head on with the principles governing the law of 
trade-marks. ‘‘Bestlens’’ is purely descriptive of cameras. To 
confirm to one camera manufacturer the sole and exclusive right 
to use the term ‘‘Bestlens’’ would rob other camera manu- 
facturers of the right to use ordinary descriptive language in 
connection with their products. Any camera manufacturer or 
vendor of cameras is entitled to use ordinary descriptive 
terminology in connection with advertising and selling his prod- 
ucts. It can be stated categorically that any trade-mark which 
mingles descriptive matter with identifying matter is weakened 
to the extent that the trade-mark is given a descriptive sig- 
nificance. 


There is of course a borderland area comprised of trade- 
marks which are not solely descriptive but are suggestive; 
that is to say marks which suggest characteristics of the prod- 
uct upon which they are used. For example a large manufac- 
turer of plastic articles adopted as a trade-mark for brushes 
and combs the term ‘‘Jewelite.’’ Now the term ‘‘Jewelite’’ 
is not definitely descriptive. There is no such word in the Eng- 
lish language. However, the mark is decidedly suggestive. It 
suggest that the article is like a jewel, and effect of the mark 
upon the average reader or hearer is, in quasi translation, 
‘jewel like.’’ The Patent Office ordinarily permits the registra- 
tion of a trade-mark which is not solely descriptive but is sug- 
gestive, and ‘‘Jewelite’’ was duly registered. Another company 
thereafter placed on the market brushes and combs and adopted 
the trade-mark ‘‘Gemlite.’’ Litigation ensued. The Circuit Court 
of Appeals affirmed the District Court in denying relief, holding 
that ‘‘ Jewelite’’ was a weak trade-mark and that the scope of pro- 
tection afforded registrants of weak trade-marks is necessarily of 
limited compass. 


There are, it seems to me, important conclusions to be de- 
rived from a consideration of what happened to the trade-mark 
‘‘ Jewelite.’? Perhaps the primary conclusion is that a registra- 
tion is of no more value than the trade-mark which is reg- 
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istered. Every automobile in Massachusetts is registered, but 
some registered automobiles are worth perhaps $50 while 
others are worth in excess of $5,000. Consequently it should 
be borne in mind that registration by no means guarantees 
effective protection upon a trade-mark which in itself is weak. 


The second conclusion is confirmatory of what was stated 
above, namely that when the identifying function of a trade- 
mark is diluted with an advertising function, the rights of the 
owner may be so circumscribed as to be without practical value. 


Let us consider another case where the owners of the trade 
mark ‘‘Rolls Royce’’ for automobiles sued a manufacturer of 
radio tubes who used the trade-mark ‘‘Rolls Royce’’ on his 
products. The defendant argued that automobiles and radio 
tubes were so entirely different and moved in such different 
channels of commerce that no one could be deceived into be- 
lieving that the radio tubes had the same origin as the auto- 
mobiles. The plaintiff successfully argued that the trade-mark 
**Rolls Royce’’ had become a synonym for the highest quality, 
that the trade-mark was so completely an identifying symbol 
that the only possible motive behind its adoption for radio tubes 
would be to draw to the radio tube manufacturer part of the 
good will and reputation of quality which the automobile manu- 
facturer had so carefully fostered for its business. It further 
pointed out that if the term ‘‘Rolls Royce’’ were to become 
common on other articles of merchandise, its value to the auto- 
mobile manufacturer would be greatly reduced, since the mark 
would be diluted. The ‘‘Rolls Royce’’ case perhaps represents 
the other extreme, but it is useful as an illustration of the type 
of protection which can be secured by the owner of a trade-mark 
which has no significance or function other than that of identifying 
the origin of merchandise. 


From what has been said it follows logically that a trade- 
mark which has a geographic significance is one which may prove 
a week reed. If one manufacturer in the Boston area manu- 
factures radio tubes under the trade-mark ‘‘ Boston’’ and a second 
manufacturer in the Boston area adopts the name ‘‘Boston’’ 
for radio tubes, it can be seen that the second manufacturer 
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has a powerful argument. He can say, ‘‘My radio tubes come 
from Boston and I am entitled to so indicate by placing upon 
my radio tubes the name of the city in which they originate.’’ 
This leads to the curious doctrine in trade-mark law that a diligent 
thief comes off better than one who is dilatory. If the first manu- 
facturer of ‘‘ Boston’’ radio tubes should be the only one to use the 
term ‘‘Boston’’ for, perhaps, fifteen years, it might well happen 
that the public in general would come to identify ‘‘Boston’’ radio 
tubes not as radio tubes manufactured in Boston, but as radio tubes 
originating from a certain manufacturer, and the term ‘‘Boston’’ 
would then have acquired a secondary meaning. If under these 
circumstances a second manufacturer adopts the term ‘‘Boston’’ 
for radio tubes, he can be enjoined by the first manufacturer 
provided a proper showing of secondary meaning can be pre- 
sented. However, cases of enforceable secondary meaning are rare, 
and the reports are full of cases where the plaintiff has failed to 
convince the Court that secondary meaning existed; it is, I believe, 
one of the most difficult matters upon which to offer satisfactory 
proof. In any event it seems extremely unwise to select a trade- 


mark which can only become enforceable after it has acquired 
secondary meaning. Not only is it difficult to prove secondary 
meaning, but the owner of such a trade-mark has no control over 
the adoption of the same trade-mark by a stranger before sufficient 
time has elapsed to make it possible to contend for secondary 
meaning. 


In addition to the avoidance of descriptive and geographic 
terms there is also to be considered the matter of surnames. Any- 
one is normally entitled to use his name to designate his business 
or his products. If one company begins to sell shoes under the 
name “Mergatroid,” that company would find it, in most cases, 
difficult if not impossible to enjoin some other Mergatroid in using 
his name upon shoes. Here again secondary meaning can come 
to the rescue, as in the Waterman Pen case wherein the Waterman 
Pen Company successfully prosecuted an infringement suit against 
another company which had acquired a gentleman by the name of 
Waterman as an excuse to use the name. 


I have many times been asked by clients whether it is not 
correct that one cannot adopt as a trade-mark an ordinary word 
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in the English language. That is not correct. If the word has no 
descriptive significance as applied to goods, there is no reason to 
prevent its adoption as a trade-mark. For example, there is the 
word “Fairy” used on soap, also the word “Sweetheart.” Neither 
of these words has any significance as applied to soap. If, how- 
ever, one were to adopt the word “Leather” for soap, the infer- 
ence would be that the soap was to be used on leather. In this 
sense the word is descriptive in a derivative sense. It may be 
pointed out parenthetically that the words “Fairy” and “Sweet- 
heart” do not fall into this category. 


There is one other pitfall to be avoided in selecting a trade- 
mark and that is to be sure that the mark selected is one which 
has not previously been appropriated by another concern for the 
same merchandise or merchandise of similar character. If one is 
unfortunate enough to select a trade-mark which has been used 
by another on similar merchandise, several disadvantages ensue. 
In the first place if the late-comer’s merchandise is of high quality, 
the use of the trade-mark by the latecomer will benefit the good 
will and reputation of the first user. In the second place the late- 
comer is in a sense at the mercy of the first user who can bring 
a suit at any time for an injunction and damages. While laches 
is ordinarily a good defense in a suit in equity for an injunction, 
the effect of laches in trade-mark situations is merely to bar 
the collection of damages. Even the lapse of many years will not 
prevent the true owner of a trade-mark from securing an injunc- 
tion against infringement except in the most extremely aggravated 
eases. Menendez v. Holt, 128 U. S. 514; Dwinell-Wright v. White 
House Supply Co., 132 Fed. 2d 812. If the circumstances are such 
that the owner of the mark is guilty of ,estoppel or “acquiescence,” 
relief will not be granted. Sazlehner v. Eisner, 179 U. S. 19; Mc- 
Kesson & Robbuns v. Phillips, 53 Fed. 2d 342. Such cases are ex- 
tremely rare and by no means represent the usual situation. Con- 
sequently it is possible to roll merrily on for several years without 
being aware that the trade-mark is really the property of another. 
In such circumstances the work of many years of advertising and 
promotion, and the expense involved goes down the drain. Finally, 
if the mark turns out to belong to someone else, the latecomer is 
entirely without the means of protecting himself. It very often 
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happens that a New England manufacturer will select a trade- 
mark and be entirely unaware that the same trade-mark has been 
used on the same or similar merchandise in a small way in another 
part of the country and registered. The new user may make much 
more extensive use of the trade-mark and even bring it to national 
prominence. Nevertheless the first small user is in a position to 
enjoin the second giant user. 


Here incidentally it must be pointed out that under the Act 
of 1946, Section 22, it is provided that registration of a mark on 
the Principal Register shall be constructive notice of the regis- 
trant’s claim of ownership thereof. This provision casts consider- 
able doubt on the older cases such as Hanover Star Milling Com- 
pany v. Metcalf, 240 U. S. 403 where the Supreme Court affirmed 
the common iaw rule that the protection afforded the owner of a 
trade-mark is coextensive with the geographical area in which the 
trade-mark is used. The practical effect of Section 22, however, is 
to change the common law and to provide a registrant with nation- 
wide coverage. Once a trade-mark has been registered under the 
Act of 1946, the registrant may thereafter expand his market 
geographically without any fear of being barred by a user who 
adopted the mark in point of time after the registrant’s first use 
of it but prior to the registrant’s first use of it in the new area. 
Of course, the protection afforded the owner of an unregistered 
trade-mark is still limited to the area in which he makes use of his 
mark. The Act of 1946 does provide for registrations to be issued 
to concurrent users, but only under the very special circumstances 
where both of the users commenced the use of the mark prior to 
the filing by either of them of an application for registration. 


There is no limit of time within which the owner of a mark 
must apply for registration. Consequently merely to search the 
list of marks registered in the United States Patent Office is not 
sufficient, since there may be an unregistered user lurking in the 
background and in a position to come in years later, secure regis- 
tration, and then enjoin the second user. However, there are 
trade directories and other sources available for consultation and 
a thorough search of the Patent Office records and such directories 
will in most cases be sufficient to bring out any prior use of a trade- 
mark selected. 
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There are, of course, certain other factors which enter into 
the selection of a trade-mark, but they concern largely matters 
of taste and esthetics. It is generally believed, however, that a 
short trade-mark of one or two syllables is much more valuable 
than a longer one and also that marks beginning with certain let- 
ters are more easily remembered than others; the letters P, T and 
K seem to be favored. 


In summation it may be stated that in selecting a trade-mark 
it is important to choose a mark which is completely fanciful and 
therefore capable of becoming a valid technical trade-mark. In 
doing so it is important to avoid the use of geographical names, 
or surnames. One can expect to encounter considerable resistance 
from the sales manager type, but it is generally possible to steer 
the selection away from descriptive matter by pointing out that 
the selection of a trade-mark lacking in descriptive significance by 
no means impedes the use of accompanying slogans, seller’s puffing 
and the like. Finally it can be pointed out that those trade-marks 
proved by time to be the most valuable in the United States are 
devoid of any descriptive significance, for example “Kodak,” 
“Vaseline,” “Phileo,” “Lux,” ete. 
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NOTES FROM OTHER NATIONS 
British Guiana 
Trade-Mark Ordinance 
On November 26, 1952, the Legislative Council adopted a 
new trade-mark ordinance to become effective at a date to be 
designated by the Governor. The Ordinance follows closely the 
United Kingdom Act of 1938 and includes the registered user 
provisions. In addition, special provision is made with regard 
to the registration of marks and registered users which have 
been previously registered in the United Kingdom. 


Egypt 

* Establishment of a national trade-mark to identify prod- 
ucts made in Egypt has been proposed by the Egyptian Min- 
istry of Commerce and Industry. 


A design with the national flag encircled by a ring inscribed 
with the word ‘‘Egypt’’ is proposed. A committee including dele- 
gates from the Egyptian Federation of Industries would be set 
up to supervise use of the insignia. 


National trade-mark is defined as any drawing or design 
authorized by the Government for the purpose of labeling prod- 
ucts made to special specifications imposed by the Government 
and compliance with which is supervised by the Government. 


Use of the national trade-mark would be open to all indus- 
trialists who apply and meet the specifications. Authorizations 
would be for 1 year and would be revocable. 


The object of the project is to promote international ac- 
ceptance of and trade in Egyptian goods and to gain more fully 
for Egypt the benefits of participation in world trade. —Emb., 
Cairo, Dee. 8, 1952. 


Germany 
The requirement of United States registration as the basis 
of obtaining a German registration has been eliminated. 


Editor’s note: Information contained in this section has been furnished by 
members and special acknowledgment is made to the Trade-Marks, Patents and Designs 
Federation of London. 

* Reprinted from ‘‘ Foreign Commerce Weekly,’’ January 12, 1953. 
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Great Britain 
Merchandise Marks Bill 

In December of 1952 a bill to amend the provisions of the 
Merchandise Marks Act relating to false trade descriptions and 
to imported goods bearing the trade-mark of a manufacturer, 
dealer or trader in the United Kingdom was introduced in the 
Parliament. The Bill also proposes to extend to certification 
trade-marks the provisions concerning the use of United Kingdom 
trade-marks on imported goods. These provisions are now ap- 
plicable only to ordinary trade-marks. The purpose of the Bill 
is stated to be partly to protect trade-marks, but mainly to pre- 
vent the use of the trade-mark from suggesting that goods are 
home produced. 


Under the present Act the term “trade description” is con- 
fined to indications as to such matters as weight, origin, mode of 
manufacture, material and patents. The proposed legislation 
would extend the meaning to include indications as to the quality, 
fitness for purpose, strength, accuracy, performance or behavior 


of any goods. 


The meaning of the term “false trade description” would 
be extended to include trade descriptions which are misleading 
in a material respect with regard to the goods to which they are 
applied, and the Bill deals expressly with the sort of description 
which is calculated to convey a meaning which it does not express. 
For example, the Bill would prohibit the use of a true statement 
to imply something false or to qualify prominent words by words 
which are likely to be passed over. 


Phe Bill contains certain saving, clauses to prevent inter- 
ference with the continued use of existing trade-marks. 


British Standards Mark 


During the war years the sign of the two C’s became a part 
of the British way of life. The emblem signified to the customer 
that the article bearing it was of an approved quality sold at not 
more than a certain price. In the beginning the emblem was 
applied only to clothing and was intended to make possible long 
and economical runs of standard cloth. As the war went on it 
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came to include more and more articles until approximately 90 
administrative orders were issued covering specifications for 
goods on which the mark should be affixed. 


Early last year control of standards was somewhat relaxed 
and during the year a program was worked out whereby the 
British Standards Institute cooperating with industry agreed 
upon a new mark which would indicate standards of quality. This 
mark will soon begin to appear on a number of items. It will be 
known as the Kite mark—a capital B lying on its back, with an 
S below and enclosed in a triangle. The Kite mark will not in- 
dicate anything regarding price, but it will mean that the work- 
manship is sound, even down to such a detail as the strength of 
button thread on a garment. Use of the emblem will be voluntary, 
but it is expected that many manufactures will utilize it and pur- 
chasers will eventually come to rely on it with the assurance with 
which they relied for the past eleven years on the two C’s. 


Application to Register 

Union Carbide & Carbon Corporation applied to register 
“Crag” in Part A, and the application was rejected because of 
similarity of the mark to the name “Cragg” which occurred as 
a surname 25 times in the London telephone directory. Appeal 
was taken, and the High Court of Justice—Chancery Division, in 
allowing the appeal, has held that in considering the distine- 
tiveness of a mark in such a case it is necessary to consider not 
only the likelihood that a person bearing the resembling surname 
may commence trading in goods for which the mark is registered, 
but also the likelihood that such trading would cause that name 
to be applied to the goods. 


German Owned Trade-Marks 


The Comptroller of the Patent Office has announced a gen- 
eral policy with regard to pre-war German owned trade-marks. 
The general principle underlying the policy is that rights in the 
marks shall be allowed to revert to the former German owners, 
or their successors in title, subject to safeguards for the pro- 
tection of the interests of persons or firms of allied nationality. 
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The procedure proposed for dealing with the United Kingdom 
rights, which are at present vested in the Custodian of Enemy 
Property under the Trading with the Enemy Legislation, will 
be on the following lines: 


1. The Custodian has already under consideration repre- 
sentations made to him by United Kingdom or other Allied na- 
tionals claiming an interest in certain of the vested marks. These 
will be settled on their merits. 


2. Other marks will be disposed of in two categories. The 
first being those marks registered in Part A on or before Sept- 
ember 3, 1932, marks associated with those marks, and marks 
registered in Part B. Within a time to be fixed, former German 
owners of marks in this category may apply to the Custodian for 
re-assignment of the marks to them. 


In the second category fall marks registered in Part A after 
September 3, 1932, based on an application filed prior thereto. 


Applications accepted by the Custodian will be advertised in 
the Trade-Marks Journal, and within two months of advertise- 
ment, objection to re-assignment may be lodged by any interested 
person. Should an objector establish a prima facie case in sup- 
port of his objections, the Custodian will refuse to re-assign the 
mark to the applicant, and will advise him that the only way open 
to him to seek recovery of the mark will be to make formal ap- 
plication under the Trade-Marks Act, 1938, for a new registra- 
tion. The Custodian will be prepared to consider taking steps to 
cancel the original registration to enable a new registration to 
be effected. F 

Where marks are re-assigned under these arrangements, 
appropriate fees will be payable to the Custodian and the Regis- 
trar. 

All marks in this category in respect of which no applica- 
tions for re-assignment have been received by the Custodian 
within the prescribed period may, on his request, be removed 
from the Trade-Marks Register. 


Marks in the second category will not be re-assigned to their 
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former German owners or their successors in title, but any such 
persons who wish to regain control of the marks may apply to 
the Registrar of Trade-Marks, within a time limit to be fixed, 
for new registrations. Such applications will be dealt with in 
accordance with the provisions of the Trade-Marks Act, 1938, 
and the Custodian will be prepared to consider applying for 
cancellation of the existing registrations to enable the new reg- 
istrations to be effected. 


In cases where no applications are made for re-registration, 
the Custodian will take steps to have the marks removed from the 
Register. 


These arrangements are without prejudice to the Custodian’s 
right, in respect of any mark vested in him, to refuse to re-assign 
it or to refuse to apply for its removal from the Register. 


India 
Opposition 

The Registrar of Trade-Marks in The Fateh Pharmacy v. 
Shafi Industrial Works, having found that “Shafi” is a descrip- 
tive term meaning “curer” or “healer” and the word “Shikan” 
is a descriptive term meaning “stomach”, required the disclaimer 
of the two words in a composite mark. An opposition was filed 
by the owner of Steamer Brand Shafi Mixture. The applicant 
offered to amend the label so as to make the words “Shakam 
Shafi” appear less prominent than the other portions of the mark, 
or to delete these words entirely, and clearly disclose on the top 
and bottom of the cartons the trade-mark proper without the 
words. 


The opponent was given an opportunity to agree to this pro- 
posed amendment, but refused. The Registrar then held that the 
amended markings on the cartons were, in his opinion, sufficient 
to eliminate likelihood of confusion or deception and awarded 
16 rupees in costs to the applicant. 


Trade-Mark Practice 


In Mohamed Oomer, Mohamed Noorullah v. Nooruddin the 
High Court of Bombay reviewed the practice under the Trade- 
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Marks Act and held that the Registrar is given the power to 
decide any matter which comes before him by affidavit. It fur- 
ther held that the Registrar is vested with discretionary power 
to give leave either to the applicant or to the opponent to submit 
evidence orally on such terms as to costs as he may deem fit. 


In this ease the lower Appellate Court had entered an order 
to remand to allow the respondent to submit further evidence. 
This order was challenged in the High Court, but it was held 
that the lower Appellate Court had exercised its discretion and 
that the High Court sitting in appeal would interfere only in the 
ease of a judicial determination and not in a case which involved 
mere discretion. 


Italy 
Infringement 

The Supreme Court in Rome in La Florida v. Pugno held 
that a registered trade-mark does not merely cover those goods 
which have been specifically indicated by the applicant, but also 
all goods related thereto either because of their intrinsic nature 
or because they are intended for sale to the same clientele. The 
Court stated “This is the consequence of the function of a trade- 
mark in the commercial world, that is to be a distinctive sign 
for goods or merchandise of a given business intended to remove 
any danger of confusion as to the origin of goods put on the 
market by different firms.”’ 


. The goods involved were liqueurs and various alcoholic bev- 
erages on the one hand and extracts which are used with a mixture 
of water, sugar and alcohol as the basic ingredient for making the 
alcoholic beverages on the other. 


Unfair Competition 
In Schering v. Helvezina the Court of Milan held that unfair 
competition is possible even in regard to firms having different 
fields of activity provided a relation is established between such 
different activities by the action of one of the firms whereby the 
good will of the other may be jeopardized, the action for unfair 
competition aiming generally at protecting such good will. 
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The defendant in the action had tried to promote the sale of 
his new product by referring in his advertising to the well known | 
product of the plaintiff. 


Netherlands 
Well-Known Marks 


The Court of Appeal in the Hague has upheld the decision 
of the lower court canceling the registration of the trade-mark 
“Chevrolet” for watches. 


The litigation was commenced by the Public Prosecutor and 
both courts relied on the consideration that the use of such a 
famous trade-mark for other goods is contrary to the public 
order as it might result in confusion of the public. 


In following up this litigation the court has also ordered 
cancellation of the trade-mark “Buick” for watches. 


Nyasaland 
Trade-Mark Ordinance 
A trade-mark law became effective on June 1, 1952. The 
statute is based generally on the British Trade-Marks Act of 1938 
and includes provisions for registered user and assignments 
without good will. 
Pakistan 
Applications to Register 
The Pakistan Trade-Marks Registry has commenced examina- 
tion of applications filed in 1948. The applications are being 
examined in serial order. The Registry has announced that it is 
prepared to give priority to applications filed after 1948 if the 
trade-mark involved is being infringed and the infringement is 
brought to the notice of the Registrar. 


Spain 
National Marks 
A decree dated September 26, 1952, makes provision for use 
of a mark of national manufacture and a national mark of quality. 
The mark of national manufacture indicates manufacture in Spain 
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and the national mark of quality indicates quality of manufacture 
and perfection of the product. 


Articles 3 and 4 of the decree read as follows: 


“Article 3. Independently of the producer’s or trader’s own 
marks, which has been itself accredited by a certificate from the 
Registry of Industrial Property, the use of the marks of national 
manufacture shall be compulsory for all products intended for 
export, with the exception of special cases which for a particular 
reason the Ministry recognize as exceptions to the general rule; 
but always providing that these exceptions are kept as low as 
possible. All products distinguished by the said marks shall, 
when exported, be accompanied by the certificate of origin speci- 
fied in Article 7. 


“Article 4. Whenever the Spanish Manufacturer avails him- 
self of his right to use a foreign mark consequent on the patent 
or exploitation license which he holds, he shall also be obliged to 
affix the mark of Spanish manufacture.” 


Non-Spanish industrial concerns with establishments in Spain 
may not market their products with foreign trade-marks unless 
they bear a mark indicating that they were manufactured in Spain. 
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IMPORTANT CHANGES IN THE TRADE-MARK RULES 
CONCERNING GERMAN, JAPANESE, BULGARIAN, 
HUNGARIAN AND ROUMANIAN TRADE-MARKS 


The Office of Alien Property has just announced that most of 
the presently prevailing restrictions with regard to the filing of 
trade-mark applications or other transactions, such as renewals, 
assignments, etc., by nationals of the five above-named countries 
have been greatly relaxed. The full text of the new Regulations 
has been published in 17 Federal Register 11,782 of December 
30, 1952. 


With regard to trade-mark rights, the situation under the new 
Regulations will be as follows with regard to these five countries: 


1. Germany. In an introductory statement, the Office of 
Alien Property states that “all prohibitions hitherto applicable 
to trade-mark property of the Federal Republic of Germany and 
persons within that Republic” are terminated. An exception is 


made for trade-mark property of persons in other areas of Ger- 
many, i.e., the Eastern Germans. The new Regulations do not 
apply to patent rights of persons in West Germany. Moreover, 
the new provisions will not affect any trade-mark or patent rights 
which have already been vested by the Attorney General or regis- 
tered in the name of any business enterprise controlled by the 
Attorney General. Moreover, the Attorney General’s vesting 
powers under the Trading with the Enemy Act are expressly re- 
served. Apart from these limitations, the new Rule 507.46 now 
provides in effect as follows: 


“... there are hereby authorized all transactions relating to 
trade-marks used on goods produced solely by German manu- 
facturers in the Federal Republic of Germany or in the United 
States, United Kingdom, or French Sectors of Berlin, includ- 
ing the payment or receipt of funds or credits with respect to 
such transactions by, or on behalf of, the Federal Republic of 
Germany, or any national of Germany who, at the time of per- 
formance of any transaction authorized by this section is 
domiciled in the Federal Republic of Germany or the United 
States, United Kingdom, or French Sectors of Berlin.” 
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This apparently means that German nationals who are resi- 
dents of Western Germany may now file trade-mark applications 
or trade-mark renewals or assignments or any other documents 
dealing with their trade-mark rights without the need of securing 
a special license from the Office of Alien Property. German 
nationals residing in the Eastern Zone of Germany, however, 
must still obtain from the Office of Alien Property a special 
authorization to perform transactions relating to ‘‘trade-marks or 
trade names which were in or registered in the United States on 
December 31, 1946.” With regard to marks first used or regis- 
tered after December 31, 1946, no authorization is required re- 
gardless of the place of residence of the German national per- 
forming the transaction. 


2. Japan. All prohibitions previously applicable to trade- 
mark property of Japan or of its nationals are terminated. 


3. Roumania, Hungary and Bulgaria. Nationals of these 
countries are authorized to transact the following business with 
regard to trade-marks in the United States (provided the trade- 
marks or names had not been in use or registered in the United 
States on May 15, 1946): 


a. They may file applications for registration of trade-marks 
not adopted or used in any country prior to May 15, 1946. 


b. They may prosecute such applications in the United States 
Patent Office and receive trade-mark certificates therefor. 


. They may execute agreements, assignments or other in- 
struments affecting title to or interest in any such regis- 
tered trade-marks. 


The exercise of these rights is subject, as in the case of Ger- 
many, to the still-continuing vesting powers of the Attorney Gen- 
eral under the Trading with the Enemy Act. 
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INDEPENDENT NAIL AND PACKING COMPANY, INC. 
v. STRONGHOLD SCREW PRODUCTS, INC. 


No. 48 C 565—N. D.., Ill., E. Div.—October 1, 1952 


REMEDIES—INFRINGEMENT—COLORABLE IMITATIONS 


Composite mark including ‘‘Stronghold’’ superimposed on a screw bearing 
the words ‘‘Secrew Products’’ does not infringe composite mark including 
‘‘Stronghold’’ with representation of a castle and the slogan ‘‘They Hold For- 
ever’’ for nails. 


REMEDIES—INFRINGEMENT—COLORABLE IMITATIONS 


Marks must be considered in their entireties, and defendants of only one part 
of a composite mark in conjunction with features dissimilar from the features of 
plaintiff’s mark is not infringement. 


CoMMON LAW TRADE-MarRKS—SCcOPE OF PROTECTION 
‘*Stronghold’’ is descriptive of threaded nails, and protection will be granted 
only if secondary meaning is proved. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 
Under Illinois law unfair competition is determined by local law. 


REMEDIES—INFRINGEMENT— DEFENSES 
Delay of eight years in filing suit, during which time defendant spent large 
sums of money is sufficient to support defense of laches. 


Suit for infringement and unfair competition by Independent Nail 
and Packing Company, Ine. v. Stronghold Serew Products, Inc. Com- 
plaint dismissed. 


Thomas F. McWilliams, of Chicago, Ill., and Herbert A. Baker, of Boston, 
Mass., for plaintiff. 


Casper W. Ooms and Robert C. Williams, of Chicago, Ill., for defendant. 


Perry, D. J.: 


This action was filed on April 26, 1948, by the Independent Nail and 
Packing Company, Inc., a Massachusetts corporation, which has its prin- 
cipal place of business in Bridgewater, Massachusetts. It is engaged in 
the manufacture and production of nails. The defendant, Stronghold 
Serew Products, Inc., is an Illinois corporation, with its principal place of 
business at Chicago, Illinois, which manufactures and merchandises screws, 
bolts, washers, eyelets, rivets, etc. It is a successor in business to a partner- 
ship known early as Manufacturers’ Screw and Supply House and later as 
Manufacturers’ Screw Products. 
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The complaint charges infringement by defendant of plaintiff’s reg- 
istered Trade-Mark No. 367,448, infringement by the defendant of plain- 
tiff’s alleged common law Trade-Mark in the use of the word Stronghold, 
and unfair competition on the part of the defendant. 


In 1934, the plaintiff began to manufacture a new nail with an annular 
thread, which was later disclosed and claimed in Stone Patents Nos. 
2,025,961 and 2,126,585. At that time, the word Stronghold alone was used 
to identify the contents of those shipping cartons, which contained this 
particular nail. 


The plaintiff is the owner of Registered Trade-Mark No. 367,448, which 
was registered in the United States Patent Office on May 16, 1939. There 
is evidence that plaintiff began to use the design of its registered trade- 
mark as early as July 1, 1936. This registered trade-mark comprises a 
representation of a castle or stronghold, enclosed in a triangular frame, 
two sides of which are formed by representations of the annularly threaded 
Stronghold nail. The bottom of the triangle bears the word Stronghold 
above the word ‘‘Nails’’, while a decorative ribbon extends from the sides 
of the triangle, and the words ‘‘They hold forever’’ appear on the ribbon. 
The plaintiff has disclaimed the words ‘‘They hold forever’’, ‘‘Nails’’ and 
the representation of the annularly ribbed nails themselves. 


The evidence tends to show that the defendant’s predecessor began 
to use the word Stronghold in its business as early as October, 1938, when 
it purchased 5,000 copies of a catalogue, bearing the word Stronghold and 
distributed them throughout the country. It began to use its Stronghold 
logotype as a technical trade-mark in 1940. In this logotype, the letters of 
the word Stronghold appear to be threaded on a bolt, while the words 
‘‘Serew Products’’ are printed on a washer into which the bolt appears to 
be inserted. Since that time, the defendant’s business forms, including 
packing boxes, sample envelopes, labels, stationery, catalogues, purchase 
orders, and requests for quotations have continuously employed the logo- 
type. The word Stronghold did not appear in the defendant’s corporate 
name until the summer of 1946. 


Both the plaintiff and the defendant normally sell their goods in large 
quantities, the goods being ordered from the parties by trained industrial 
purchasing agents who are discriminating buyers. Neither party packages 
its goods for the shelf hardware trade, and neither party sells goods in 
the impulse buying market. 


Section 32(1) of the Trade-Mark Act of 1946, 16 U. S. C. § 1114(1), 
provides in part: “Any person who shall, in commerce, (a) use, without 
the consent of the registrant, any reproduction, counterfeit, copy, or col- 
orable imitation of any registered mark * * * which such use is likely to 
cause confusion or mistake or to deceive purchasers as to the source of 
origin of such goods * * * shall be liable to a civil action * * *.”’ 
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It is the view of this Court that the evidence fails to sustain the allega- 
tion of infringement by the defendant of the plaintiff’s registered trade- 
mark. The logotypes, in their respective combinations, bear no resemblance 
to each other. As the Court examines them, it fails to find any such simi- 
larity or colorable imitation as would likely cause confusion or mistake 
as to the source of the goods. 


The Court finds a similarity in each logotype only after it separates 
the combinations into their individual features. That similarity is the use 
of the word Stronghold in both emblems which is the only similarity 
apparent. This fact however does not aid the plaintiff’s position. The 
plaintiff, in effect, is attempting to monopolize an individual feature of 
the combination, upon which it obtained a federal registration. The Court, 
through the exercise of its injunctive powers, will not aid such an attempt 
when, as in the case before the bar, another does not use the individual 
feature in combination with a colorable imitation of the complete trade- 
mark. A mark must be considered in its entirety and not be dissected into 
its respective elements. Beckwith’s Estate, Inc. v. Commissioner of Pat- 
ents, 252 U. S. 538; Life Savers Corp. v. Curtiss Candy Co., 182 F. 2d 4 
[85 U. S. P. Q. 440]. 


If the plaintiff is to prevail in this action, it must do so on the basis 
of a common law trade-mark in the use of the word Stronghold. ‘‘The 
general proposition is well established that words which are merely de- 
seriptive of the character, qualities, or composition of an article, or of the 
place where it is manufactured or produced, cannot be monopolized as a 
trade-mark.’’ Brown Chemical Co. v. Meyer, 139 U. S. 540. See also: 
Warner & Co. v. Eli Tally & Co., 265 U. S. 526; Life Savers Corp. v. Cur- 
tiss Candy Co., supra. In the case of Rosenberg v. Shakeproof Lock Washer 
Co., 20 F. Supp. 959 [27 T. M. R. 790]; affirmed 100 F. 2d 811, the ex- 
pression ‘‘Self-Tapping’’ used in connection with the sale of a particular 
type of sheet metal screws and incorporated as in the case before the bar, 
in combination with a number of other features in an emblem, was denied 
the protection of the court against its use by another in the sale of the 
identical article. 


When a party seeks protection of a descriptive term as a trade-mark, 
it must prove a secondary meaning of the descriptive term in the term in 
the trade in which it is sought to be enforced. ‘‘The plaintiff must show 
more than a subordinate meaning which applies to it. It must show that 
the primary significance of the term in the minds of the consuming public 
is not the product but the producer.’’ Kellogg v. National Biscuit Co., 305 
U. S. 111 [28 T. M. R. 569]. If the plaintiff fails to make such showing, 
it is not entitled to the exclusive use of the term in question; but it can 
merely ‘‘require that the defendant use reasonable care to inform the public 
of the source of its product.’’ Kellogg Co. v. National Biscuit Co., supra. 





Vol.43T.M.R INDEPENDENT NAIL v. STRONGHOLD SCREW 185 


It is the view of this Court that the word Stronghold, as used by the 
plaintiff, is solely a descriptive classification of one of several nail products, 
which are manufactured by the plaintiff corporation. The evidence does 
not warrant the inference that the term Stronghold, as it was used by the 
plaintiff in the trade, acquired any secondary meaning so that it might 
be accorded the dignity of trade-mark status and be granted legal protec- 
tion by the courts. 


In 1934, the Ruberoid Company required a nail with increased holding 
power to be used in the application of a new asbestos siding. The plaintiff 
developed the specific forms of annularly threaded nails which are the 
subject of Patent No. 2,025,961, granted December 31, 1935, and Patent 
No. 2,126,585, granted August 9, 1938. The ‘‘holding power’’ of the nails 
is emphasized in the claims of both patents. Plaintiff designated this nail 
as the ‘‘Stronghold Nail.’’ That the plaintiff sought to emphasize the 
increased ‘‘holding power’’, the security of the nail, produced by the 
annular thread, in the selection of this term, is evidenced by H. J. Stone, 
an officer of the plaintiff corporation, when he testified as to the choice of 
the word: ‘‘ Well, it seemed to me to be the sort of name that was easy to 
remember, and that was symbolic of the properties that were in this nail 
and drive screw.’’ It is interesting to note that the selection of this par- 
ticular term by the plaintiff was suggested by the fact that a certain Massa- 
chusetts firm was using the term ‘‘Stronghold’’ in connection with their 
product, paper labels. The evidence reflects that, in its shipping and ad- 
vertising practices, the plaintiff used the term Stronghold to describe one 
of its nails—the nail with the annular thread. According to established 
regulations, plaintiff’s employees placed the word Stronghold on cartons, 
which contained the annularly threaded nail. Later the term was replaced 
by plaintiff’s logotype as a means of identification. Throughout the years, 
it employed the Stronghold designation only for the nail with the annular 
thread. It was not until after this suit was filed that the plaintiff began 
to use the word Stronghold in connection with the sale of products other 
than the annularly threaded nail. Plaintiff’s evidence indicates that the 
earliest date of such modified use was October 27, 1949. 


The evidence also clearly shows that, the plaintiff, in its rather ex- 
tensive advertising, used the term Stronghold to describe its nail with the 
annular thread, and, thereby, to distinguish this nail from other nails, 
possessing different threads, such as the ‘‘Serew-Tite’’ and the ‘‘Regular.’’ 
This advertising sets out descriptive uses of the word Stronghold and 
focuses the reader’s attention upon the primary quality and advantage of 
the nail with the annular thread, namely, its superior holding power. There 
is evidence to show that the plaintiff persisted in this advertising practice 
even beyond the date of filing of this suit, April 26, 1948. 


As the Court views the evidence, it concludes that the plaintiff has 
failed to establish that the term Stronghold, as it was used by the plaintiff, 
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had acquired a secondary meaning, that it related to the producer rather 
than the product. The existence of such secondary meaning must be shown 
before the plaintiff can establish its right to the exclusive use of the term 
Stronghold. Purchasers, who testified for the plaintiff, stated that the 
primary significance of the term Stronghold was not the producer, but 
rather the product, the nail with the annular thread, the nail with the 
superior holding power. 

Consideration must now be given to the plaintiff’s final charge, namely, 
unfair competition. A case, brought on the theory of unfair competition, 
will be determined by local law. Time, Inc. v. Viobin Corporation, 128 
F. 2d 860 [32 T. M. R. 422]. The law of Illinois on this point is clearly 
set out in the case of Stevens-Davis Co. v. Mather & Co., 230 Ill. App. 45; 
‘The courts in this state do not treat the ‘palming off’ doctrine as merely 
the designation of a typical class of cases of unfair competition, but they 
announce it as the rule of law itself—the test by which it is determined 
whether a given state of facts constitutes unfair competition as a matter 
of law.’’ The evidence in the case before the bar does not show that the 
defendant is ‘‘palming off’’ its goods as those of the plaintiff: On the 
contrary, the Court finds that the defendant is exercising reasonable pre- 
caution to avoid any mistake between its product and that of the plain- 
tiff. For a number of years, it has employed a distinctive logotype, which 
refers solely to screw products. The plaintiff has used its logotype and 
the term Stronghold only with reference to a particular nail. This con- 
sideration is vital when one remembers that the parties do not manufacture 
similar products and that the merchandise is sold to trained industrial 
purehasing agents who are discriminating buyers. It is significant that 
officers of the plaintiff corporation, during the course of their testimony, 
admitted that they did not know of a single instance wherein a customer 
mistakenly purchased products from the Stronghold Screw Products, Inc., 
instead of The Independent Nail and Packing Company. There is testi- 
mony to the same effect, given by certain purchasers of the plaintiff cor- 
poration. There is further testimony that there is no likelihood of con- 
fusion in the trade. The purchasers are aware of the fact that nails are 
manufactured by the plaintiff and screw products by the defendant. There 
has never been any confusion in their minds between these two companies 
and their products. It is true that the plaintiff has introduced a few 
letters of inquiry regarding the ‘‘Stronghold Nail’’, addressed to the de- 
fendant rather than the plaintiff. It is also true that these inquiries were 
referred to the plaintiff. In this respect, also, it should be remembered 
that each party is doing a large volume of business annually. These few 
letters in a large business do not show a likelihood of confusion. 

While the aforegoing is determinative of the issues in this cause, the 
Court chooses to render a short comment on the defense of laches. One 
who unreasonably delays his attempt to enforce his rights in an alleged 
trade-mark will not be accorded the protection of the court. French Re- 
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public v. Saratoga Vichy Spring Co., 191 U. S. 427. The evidence in this 
ease clearly shows that the defendant began to use the term Stronghold 
in connection with its screw products as early as 1939. It advertised its 
products under this name in the Thomas Register in December 1938 and 
December 1940. The plaintiff advertised in the same issues and, due to the 
important usage of the Thomas Register in the trade, it is fair to assume 
that the plaintiff probably had actual notice of the defendant’s use of the 
term Stronghold. The evidence reflects that, as early as 1940, the defend- 
ant’s predecessor addressed letters to the plaintiff, whose letter heads bore 
the legend ‘‘Stronghold Produets.’’ After the defendant adopted its 
logotype in 1940, it directed purchase orders to the plaintiff, which bore 
this logotype. This occurred as early as January 18, 1941. There is in 
evidence a number of cancelled checks which represent payments by the 
defendant to the plaintiff. Each check bears the defendant’s Stronghold 
logotype in a large bold design. Between January 2, 1942 and December 
7, 1945, twenty-six such payments were made; between January 25, 1946 
and December 29, 1947, four months before the filing of this suit, four 
such payments were made. This certainly constitutes actual notice to the 
plaintiff. 


Between 1940 and 1946, the defendant has spent over $100,000 in 
advertising the logotype of the word Stronghold in connection with its 
screw products. It has been spending at least $10,000 per year since that 


time. During these years, the advertising in the trade has been extensive. 


It is the view of this court that the plaintiff’s failure to bring suit 
before April, 1948, when it had actual notice at least as early as July, 
1940, during which time the defendant had expended large sums of money, 
is an acquiescence to the detriment of the defendant, sufficient to support 
the defense of laches. Even if this Court would have found that the 
plaintiff had enforceable trade-mark rights, it would deny relief and uphold 
the defense of laches and find that the plaintiff was on the date of the 
filing of this complaint and still is estopped from recovering on such an 
action. 


Accordingly, the complaint will be dismfssed. 


PUERTO-RICAN AMERICAN RUM CORPORATION 
v. R. H. MACY & CO., INC. 


N. Y. Sup. Ct., App. Div. Ist Dept.—October 14, 1952 


CouRTS—FINDINGS 
In absence of any showing of an intent to defraud plaintiff, and in absence 
of any damage suffered by plaintiff from defendant’s purchase and sale under 
a private brand label of plaintiff’s goods, judgment should be for defendant. 
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REMEDIES—UNFAIR COMPETITION—ScOPE OF RELIEF 
Plaintiff is not entitled to accounting for profits from defendant’s sales of 
plaintiff ’s goods under defendant’s private label. 


Suit by Puerto-Rican American Rum Corporation v. R. H. Macy & 
Co., Inc. for an accounting. On agreed statement of fact, judgment entered 
for defendant. 


Benjamin Solovay and John C. Ferlaino for plaintiff-appellant. 


Thomas V. Kelly, William J. O’Donnell and Thomas Marshall Green, 
of New York City, for defendant-appellee. 


Dore, Justice: 


In this submission of controversy on an agreed statement of facts 
under sections 546-548 of the Civil Practice Act, plaintiff contends it is 
entitled to an accounting of all defendant’s profits in the sale of 2,550 
eases of rum; defendant contends that the agreed facts establish no 
basis to entitle plaintiff to an accounting for profits or any relief and 
asks for judgment against plaintiff dismissing the complaint. 


Plaintiff, a Puerto Rican corporation in the business of manufac- 
turing, distilling, bottling and selling rum, had several written contracts 
with Brown-Forman, distillers and importers of Louisville, Kentucky, to 
distill, manufacture and sell rum to Brown-Forman and the rum here in 
question is part of the rum thus originally sold. Brown-Forman was and 
is the owner of a registered trade label known as ‘‘ Windward.’’ Plaintiff’s 
contracts expressly provided that the rum manufactured and sold by 
plaintiff to Brown-Forman should be under Brown-Forman’s registered 
trade-mark ‘‘Windward’’ or ‘‘such other label as may be designated by 
Brown-Forman.’’ The contract dated January 8, 1948, expressly provides 
that rum purchased by Brown-Forman from plaintiff will be bottled 
either under the Brown-Forman trade name ‘‘ Windward’’ ‘‘or such other 
name as we [Brown-Forman] may select and that the selling and distri- 
bution of any rum thus purchased will be solely on our own [Brown-For- 
man’s] responsibility and on our own incentive.’’ Under the contracts, 
quantities of rum were purchased by Brown-Forman with its ‘‘ Windward’’ 
label affixed by plaintiff to the bottles. 


In March, 1948, Kobrand Corporation, a New York wholesale liquor 
dealer, not a party to the submission, purchased from another wholesale 
dealer, Metropolitan Liquor Company, a quantity of the rum in question 
on condition that the rum could be relabeled with the private brands of 
Kobrand’s customers. Kobrand submitted a sample of the rum to defend- 
ant, one of its customers, to determine if it met defendant’s standards for 
use in its retail trade with defendant’s private brand label ‘‘734.’’ 
Defendant tested the rum and advised Kobrand that it had an interest in 
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purchasing the same if it could be relabeled. The total quantity pur- 
chased from Kobrand was approximately 2,550 cases. 


Kobrand obtained the consent in writing of Brown-Forman, the 
owner of the labels in question, approving relabeling of a quantity of 
‘‘Windward’’ rum with defendant’s private brand label ‘‘734.’’ Having 
obtained such required consent, Kobrand also obtained approval to the 
relabeling from the Alcohol Tax Unit, Treasury Department, Bureau 
of Internal Revenue, New York, N. Y., in order to fill defendant’s orders. 


Nothing in the contract between plaintiff and Brown-Forman required 
Brown-Forman to obtain plaintiff’s consent and approval with regard to 
the distribution, promotion or sale of the rum in question or the form of 
the labels used thereon. The contract gave Brown-Forman the broadest 
power with regard to promotion, sale and distribution of the rum and 
power to use any label it might select or approve. It expressly approved 
defendant’s label ‘‘734.’’ 


The New York State Liquor Authority rules in effect at the time of the 
sale to defendant by Kobrand require the identification of the producer 
and the distributor, and to comply with such rules Kobrand was com- 
pelled to have a statement on the bottle disclosing that Kobrand was 
distributing the imported rum. Plaintiff’s name was blown into the 
glass bottles and appeared in type in Macy’s label stating that the rum 


was prepared and bottled by plaintiff corporation. 


We think the agreed statement of facts fails to establish any cause 
of action for an accounting for profits by defendant. The Macy label 
was substituted with the consent of the party whose consent was required 
and the substitution was approved by the Alcohol Tax Unit of the 
Treasury Department. Everything required to authorize the relabeling of 
the ‘‘Windward’’ rum was in fact done. 


The ‘‘734”’ label states that the rum was bottled for defendant. It 
is true it was not bottled by plaintiff for defendant, and plaintiff accord- 
ingly contends that this statement on defendant’s label suggests a false 
inference that it was bottled by plaintiff for Macy. But there is nothing 
in the agreed statement of facts which supports an intent on defendant’s 
part to defraud plaintiff. Kobrand, the party that arranged for the 
Brown-Forman and Alcohol Tax Unit approvals, was not acting as agent 
of Macy, but as an independent contractor engaged in the wholesale pur- 
chase and sale of liquors. Defendant Macy was a purchaser in good faith 
on the understanding it could affix its own labels. 


Plaintiff also claims that defendant and its predecessors violated 
certain federal and state laws. However, that issue cannot be considered, 
because the Aleohol Tax Unit consented to the relabeling and that consent 
is before us unrevoked. In addition, the consent was obtained by Kobrand 
and not Macy. 
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In the state of facts presented, considering the broad power given 
to Brown-Forman covering the promotion, sale and distribution of the rum 
and its right to any label it might select, and having in mind the absence of 
any showing of an intent to defraud plaintiff on defendant’s part and 
the absence of any damage suffered by plaintiff from defendant’s pur- 
chase and sale of the rum, the judgment should be for defendant. 


All coneur. 


RONSON ART METAL WORKS, INC., v. GIBSON LIGHTER 
MFG. CO., ET AL. 


No. 78—10—S. D. N. Y.—November 26, 1952 


CoURTS—PLEADING AND PRACTICE 
Interstate use may be inferred from recital of facts in complaint, even in 
absence of direct pleading. 
CourTs—MOTIONS 


In absence of diversity of citizenship of parties, motion to remand to State 
court will be granted since Court of Appeals of Second Circuit has not passed 
upon whether Lanham Act creates Federal right against unfair competition. 


CouRTS—J URISDICTION 


Whether Lanham Act confers jurisdiction on Federal court is still an open 
question in the Second Circuit, although Ninth Circuit has found in affirmative. 


Suit for unfair competition by Ronson Art Metal Works, Ine. v. 
Gibson Lighter Mfg. Co., George J. Manne, doing business as Gibson 
Lighter Mfg. Co., Charles H. Fischberg, Paul Fischberg and Maurice J. 
Fischberg, doing business as Charles H. Fischberg & Sons, Charles H. 
Fischberg Associates, William Schimel, doing business as Miligate Co., 
Charles H. Fischberg & Co., Ltd., and Continental Merchandise Co., Inc. 
Motion to remand to State court granted. 


Lorenz, Finn & Nobiletti, of New York City, for plaintiff. 
Harry Price, of New York City, for defendants. 
EDELSTEIN, D. J.: 


This motion to remand presents the issue whether the court has juris- 
diction under the Lanham Act, 15 U. S. C. § § 1051-1127, and particularly 
§ 1126 (h, i), in the absence of diversity jurisdiction, of a cause of action 
solely for unfair competition. 


However, a preliminary obstacle to the consideration of the large issue 
must be resolved. Obviously, if there is jurisdiction in this court under the 
Lanham Act, it may be exercised only in that field which is within the 
Congressional power to regulate: the field of foreign or interstate com- 
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merce. In order to bring the case within the statute it must appear from 
the face of the complaint, unaided by the answer or the petition for re- 
moval, that the requisite elements of interstate commerce are involved. 
Gully v. First National Bank, 229 U.S. 109. An analysis of the complaint 
discloses no explicit allegation that the transactions of either the plaintiff 
or defendants involve interstate commerce. But there is an averment that 
the defendants are preparing to flood ‘‘the market, particularly in the 
Metropolitan area of New York,’’ with their products. I feel that the 
court may take judicial notice that the Metropolitan area of New York 
constitutes a market including parts of more than one state. And in con- 
junction with this fact, the recital in the complaint of the magnitude of 
plaintiff’s operations in terms of numbers of retail outlets, volume of sales 
and advertising renders inescapable the conclusion that the plaintiffs have 
pleaded that they are engaged in interstate commerce. 


Nevertheless, I conclude that the motion to remand must be granted. 
The Court of Appeals for the Second Circuit has not yet passed upon the 
question of whether the Lanham Act creates a new federal right against 
unfair competition. Briddell, Inc. v. Alglobe Trading Corp., 194 F. 2d 
416, 421 [42 T. M. R. 207] ; Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 
193 F. 2d 77, 81 [41 T. M. R. 149]. The Court of Appeals for the Ninth 
Circuit has adopted the view that the Act contains a broad grant of na- 
tional pewer of protection against unfair competition. Stauffer v. Exley, 
184 F. 2d 962 [40 T. M. R. 960] ; Chamberlin v. Columbia Pictures Corp., 
186 F. 2d 923.1 This view has been approved by the Court of Customs and 
Patent Appeals, In re Lyndale Farm, 186 F. 2d 723 [41 T. M. R. 245], and 
supported by various text writers,2, Judge Ryan, of this court, has taken 
a contrary view in Ross Products v. Newman, 94 F. Supp. 566 [41 T. M. R. 
161]. The problem is as delicate and complex as it is important, with both 
views having much to recommend them. However, in the absence of a ruling 
by the Court of Appeals of this Circuit, and without attempting to make 
any novel contribution toward the resolution of the problem, I am con- 
strained to adopt the view of Judge Ryan in the Ross Products case.* 


Settle an order accordingly. 


¢ 


1. In the as yet unreported case of Hosid Products Inc. and Glamur Cleansing, 
Ine. v. Wasbach, Inc., Civil Action No. 4247, D. C. N. D. N. Y., the court construed 
the two Ninth Circuit cases as being limited to situations where trade names or com- 
mercial names are involved. 

2. See note 3, Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 2 Cir., 193 F. 2d 77, 
81 [91 U. 8. P. Q. 306, 309]. 

3. Followed in Old Reading Brewery, Inc. v. Lebanon Valley Brewing Co., 
D. C. M. D. Pa., 102 F. Supp. 434 [92 U. 8S. P. Q. 38]. 

4. Which rejects the Stauffer v. Exley construction of the Lanham Act as incon- 
sistent with the subsequently enacted §1338 of Title 28, U. S. Code. For a critical 
analysis of the Ninth Circuit court’s attempt to reconcile the statutes under their 
interpretation, see 64 Harv. L. Rev. 1209. 


———— 
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ADRIAN v. UNTERMAN, ET AL. 
N. Y. Supreme Ct. (App. Div.—December 16, 1952) 


UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Use of surname ‘‘Adrian’’ for perfumes where no consent is established con- 
stitutes a violation of plaintiff’s right of privacy. 
UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Dress designer who contracted with another for use of his name ‘‘ Adrian’’ on 
perfumes may enjoin third party who claims right to use the mark through assign- 
ment for benefit of creditors. 
UNFAIR COMPETITION—DEFENSES 


Two years delay in filing suit insufficient to sustain defense of laches, par- 
ticularly where plaintiff protested in writing at the beginning of the unauthorized 
use. 


TITLE—LICENSES 
Dress designer may license another to use his surname in perfume business 
and collect royalties from such use. 
TITLE—ABANDONMENT 
There is no abandonment of the name ‘‘Adrian’’ by virtue of license to 
another party to use. 
TITLE—ASSIGNMENTS 


Since no property right is assigned through granting of right to use by 
another, subsequent assignment for benefit of creditors is invalid. 


Suit for unfair competition by Gilbert Adrian against Irving Unter- 
man et al. Plaintiff appealed from judgment dismissing complaint. Re- 
versed. 


Joseph M. Proskauer, Eugene Eisenmann, and John B. Doyle, of New York 
City, and Arthur H. Deibert for appellant-plaintiff. 


Archibald Palmer, of New York City, for respondents-defendants. 
Van VooruHis, Justice: 


Plaintiff-appellant asks for an injunction restraining defendants from 
manufacturing or selling perfumery and other articles bearing plaintiff’s 
surname ‘‘ Adrian,’’ with or without his facsimile signature. The demands 
in the complaint for an accounting of profits and damages were not pressed 
upon the argument of this appeal, and, since there is scant evidence of 
damages in the record, this discussion will be confined to the subject of in- 
junctive relief. 


The facts are not in serious dispute. Plaintiff is well and favorably 
known as a women’s dress designer. He never manufactured perfumery, 
nor has he been connected personally with the perfumery business. In 1944 
he entered into a contract with one Overhamm, whereby the latter was al- 
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lowed to use plaintiff’s surname ‘‘ Adrian’’ in connection with the sale of 
perfumery, for which privilege plaintiff was to be paid a royalty. Over- 
hamm caused this name to be registered as a trade-mark in connection with 
the sale of perfumery, and sold large quantities of perfumery under that 
trade-name. This business was conducted through the medium of two cor- 
porations, organized and owned by Overhamm, known as Parfums Adrian, 
Ine., and Harad Chemists, Ine. Royalties were paid to plaintiff by these 
corporations in amounts which were computed in accordance with the writ- 
ten contract made in 1944 between plaintiff and Overhamm. No written 
assignment of the ‘‘Adrian’’ trade-mark, registered by Overhamm, was 
made by Overhamm to either of these corporations, nor did either assume 
the obligations of Overhamm to plaintiff under the contract. Overhamm 
made the contract available to Parfums Adrian, Inc., which conducted the 
perfumery business and performed Overhamm’s obligations to plaintiff as 
Overhamm’s alter ego. 


Parfums Adrian, Inc., together with other corporations owned by Over- 
hamm, became merged into Harad Chemists, Ine., which thereafter en- 
countered financial difficulties. It made an assignment for creditors to an 
assignee who sold the corporate assets to defendant-respondent Unterman. 
The assignees’ bill of sale stated that it transferred ‘‘right, title and inter- 
est, if any, of the assignee, in and to any and all names and trade names 
of Harad Chemists, Ine. of 549 West 52 Street, New York, New York, 


ineludes good will.’’ The purchase price was $300. 


The complaint has been dismissed upon the report of the Official 
Referee upon the ground that plaintiff assigned the right to use the name 
‘‘ Adrian’’ in connection with perfumes, cosmetics and kindred articles to 
Overhamm in 1944 by the contract above mentioned, with the right to him 
to assign, sell and transfer it to others; that he did so in 1945 to Parfums 
Adrian, Ine., which became merged with Harad Chemists, Inc., whose as- 
signees for creditors sold it to Unterman. The Official Referee dismissed the 
complaint upon the further ground that due to the lapse of time between 
the receiver’s sale on June 1, 1949, and the commencement of this action on 
May 14, 1951, plaintiff is estopped from maintaining it in view of the find- 
ing that he had knowledge of the continued sale of such perfumes during 
the interim by Unterman and his assignee Perfumerie Harad, Ltd. It was 
further held that plaintiff had failed to prove that these defendants violated 
plaintiff’s rights under sections 50 and 51 of the Civil Rights Law. 


Some point was made by respondents that plaintiff is not the real party 
in interest to maintain the action, for the reason that he had transferred the 
right to use his name in connection with women’s dress goods to a corpora- 
tion known as Adrian, Ine. The Official Referee pointed out in his opinion 
that this corporation is controlled by plaintiff, his wife being the sole other 
stockholder, and indicated that he would not have dismissed the complaint 
upon that ground alone. 
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An analysis of these facts leads to the conclusion that plaintiff-appel- 
lant’s application for an injunction ought to have been granted. Although 
it is true that the 1944 contract between plaintiff and Overhamm states 
that it shall be binding upon and inure to the benefits of assigns of the 
parties, it has been held regardless of a similar clause that ‘‘the intention 
of the parties is to be gathered not from one clause, but from the entire 
instrument (People v. Gluck, 188 N. Y. 167; Heryford v. Davis, 102 U. S. 
235), and when it is thus read it clearly appears that Barnett and Barse 
were to personally carry out the terms of the agreement, and did not have 
a right to assign it. This follows from the language used, which shows that 
a personal trust or confidence was reposed by the plaintiff in Barnett and 
Barse when the agreement was made.’’ Nassau Hotel Co. v. Barnett & 
Barse Corp., 162 App. Div. 381, 383, affd. 212 N.Y. 568; Paige v. Faure, 
229 N.Y. 114. The present contract states that Overhamm shall have the 
exclusive right and privilege to use and employ plaintiff’s name in connec- 
tion with the manufacture, sale and distribution ‘‘by Overhamm’”’ of per- 
fumes. It is unlikely that plaintiff intended to vest Overhamm with the un- 
restricted right to sell the use of his name in marketing perfumery to any- 
one or everyone that he might select. The personal nature of the agreement 
is attested further by the clause that nothing therein contained shall ‘‘ give 
to Overhamm any interest in the name ‘ Adrian,’ except in connection with 
the manufacture, sale and distribution by said Overhamm of perfumes.’’ 
(Italics supplied. ) 


Moreover, it does not appear that Overhamm purported to assign this 
trade-name to Parfums Adrian, Inc., or to Harad Chemists, Inc. These 
corporations were owned and managed by Overhamm, and were employed 
by him as vehicles to perform his part of his contract with plaintiff. No 
written assignment was ever made purporting to assign the contract to 
either corporation, neither of them covenanted to assume Overhamm’s 
obligations to plaintiff, nor, in the assignment proceeding for creditors of 
Harad Chemists, Inc., was plaintiff listed as a creditor of the merged 
corporation Parfums Adrian, Inc., notwithstanding that more than $13,000 
was then owing to plaintiff in royalties. Parfums Adrian, Inc., was the 
corporation to which defendants-respondents claim that Overhamm had 
assigned his contract with plaintiff, and through which they claim title to 
the trade-name, but the omission to list plaintiff as a creditor signifies that 
this corporation was regarded as having acted as Overhamm’s alter ego and 
not as his assignee. It evidently did not carry these royalty payments as 
‘ corporate obligations on its books. Neither did the assignees for creditors 
assume to sell any particular trade-name, but only such interest ‘‘if any’’ in 
unspecified names as they possessed. 


Prior to the assignees’ sale, and before Unterman claims to have 
acquired this trade name, Overhamm defaulted under the 1944 contract in 
paying royalties to plaintiff. An arbitration proceeding was conducted in 
California pursuant to the contract and, after finding that Overhamm had 
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broken the agreement, the arbitrator found ‘‘the said contract to be no 
longer in effect as of July 30th, 1948, and awards to Gilbert Adrian the 
amount of $13,363.17 as payment due under the contract for the year 
1947.’’ Judgment was entered upon this award in the Superior Court of 
California, upon which an action was brought in New York State entitled 
Gilbert Adrian v. Wolf J. Overhamm, in which judgment was entered 
determining that said 1944 agreement ‘‘for the use of the plaintiff’s name 
‘Adrian’ in connection with manufacture, sale and distribution by the 
defendant of perfumes, cosmetics and kindred products, has been breached 
by the defendant, and was, therefore, terminated and no longer in effect as 
of July 30, 1948,’’ and adjudging that Overhamm, his agents, privies and 
assigns be restrained from using the name ‘‘Adrian’’ and facsimile sig- 
nature thereof for the purpose mentioned. Overhamm thereupon caused 
the registration of the trade-mark ‘‘ Adrian,’’ which he had procured, to be 
canceled. Inasmuch as any right, title or interest which was possessed by 
Parfums Adrian, Ine. or Harad Chemists, Inc. stemmed from this agree- 
ment, not to them as assignees of Overhamm but as his agents or alter egos, 
an adjudication in an action between plaintiff and Overhamm that the lat- 
ter’s right to the name had ceased, defeats any title which Unterman or 
his assignee could claim to have derived through the assignees’ sale of 
Harad Chemists, Ine. 


It is.not perceived that plaintiff was subject to a duty to attend the 
assignees’ sale and give notice that the purchaser would not acquire the 
right to use his name. Especially is this true in view of the circumstance 
that the assignees did not purport to sell a particular trade-name, but put 
prospective purchasers upon inquiry to investigate the title, by the use of 
the words ‘‘if any’’ in connection with ‘‘title and interest’’ in any names 
which might’ be disposed of. Respondents are chargeable with notice of 
whatever such an inquiry would have disposed. Plaintiff is not estopped to 
deny that Unterman acquired the right to use his name for purposes of 
trade or of advertising perfumery by anything which he did or omitted 
to do at the time of the assignees’ sale. 


This brings us to the question of whether plaintiff is guilty of laches by 
neglecting to institute the present action untfl nearly two years had elapsed 
after the sale, during a portion of which interval he knew that Unterman 
or his assignee, defendant Perfumerie Harad, Ltd., was selling perfumery 
under his name. Respondents’ contention is that plaintiff could not without 
protest watch respondents expending money and services in the develop- 
ment of good will in connection with his name in the perfumery business, 
without losing the right to object. This point is answered by the fact that 
on July 18, 1949, plaintiff’s attorney wrote to Unterman telling him that 
he had no right to use plaintiff’s name. 


It may seriously be doubted that plaintiff ever transferred any prop- 
erty right in his name by the 1944 agreement even to Overhamm, except by 
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way of consent to use for purposes of advertising or trade under sections 
50 and 51 of the Civil Rights Law. As has been pointed out, plaintiff had 
never engaged in the perfumery business. He was a fashion designer for 
women’s apparel. His name, ‘‘Adrian,’’ had never been known in con- 
junction with perfumery. It was held in Falk v. American West Indies 
Trading Co., 180 N.Y. 445, that a name trade-mark cannot be transferred 
or detached from the business in which it had theretofore been used. In 
Rockowitz C. & B. Corp. v. Madame X Co., 248 N. Y. 272, 278-279, the 
Court of Appeals said that 
‘it must be remembered that a trade-mark is a species of property to 
be used in connection with a going business. It has no value in and of 
itself. In United Drug Co. v. Rectanus Co., 248 U. S. 90, p. 97, the 
court said: ‘There is no such thing as property in a trade-mark except 
as a right appurtenance to an established business or trade in connec- 
tion with which the mark is employed. The law of trade-marks is but a 
part of the broader law of unfair competition ; the right to a particular 
mark grows out of its use, not its mere adoption; its function is simply 
to designate the goods as the product of a particular trader and to pro- 
tect his good-will against the sale of another’s product as his; and it is 
not the subject of property except in connection with an existing 
business. ’ 

‘“Registration does not create a trade-mark. It is not essential to 
its validity. Pulitzer Pub. Co. v. Houston Printing Co., 4 F. 2d 924. And 
in Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, it was said: ‘In 
short, the trade-mark is treated as merely a protection for the good- 
will, and not the subject of property except in connection with an 
existing business.’ 

‘‘This court likewise said in Falk v. American West Indies Trad- 
ing Co., 180 N. Y. 445, p. 450: ‘A trade-mark is not a piece of property 
that passes from hand to hand by assignment separate from the busi- 
ness of the owner of the trade-mark or of the article which it may 
serve to distinguish. Generally, it passes only with the business and 
good will of which it is an inseparable part.’ ”’ 


The exact question appears to have been decided in Foster Canning Co. 
v. Lardan Packing Co., 17 N. Y. 8.2d 583, Lockwood, J., holding that a com- 
pany which had marketed fruit and vegetable products under the registered 
name of ‘‘Jim Dandy,’’ but which had never marketed any dog or other 
animal food under such name, could not confer a right on defendant to 
market dog food under the same name, since a trade-mark is a species of 
property to be used in connection with a going business. The rule in the 
Federal courts is the same. American Broadcasting Co. v. Wahl Co., 121 
F. 2d 412 [50 U. S. P. Q. 156]. 

Adrian’s name could hardly have been transferred to Overhamm 
apart from a business which Adrian had conducted or with which he had 
been associated. 

It follows that for all of the reasons mentioned respondents Unterman 
and Perfumerie Harad, Ltd. can have acquired no property interest in the 
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use of the name ‘‘ Adrian’’ in conjunction with their business, and that no 
consent, written or otherwise, has been established to such use. The use of 
plaintiff’s name by respondents to advertise perfumery is manifestly for 
advertising or trade purposes, and constitutes a violation of plaintiff’s 
right of privacy under sections 50 and 51 of the Civil Rights Law. Binns v. 
Vitagraph Co., 210 N. Y. 51, 55. Estoppel is insufficient as a defense to such 
a cause of action, in view of the express statutory requirement of written 
consent. Hammond vy. Crowell Publishing Co., 253 App. Div. 205, 206; 
Lane v. Woolworth Co., 171 Mise. 66, affd. 256 App. Div. 1065. 


The circumstance that plaintiff has commercialized his name in con- 
nection with dress designs and items of ladies’ apparel, does not prevent 
him from resorting to sections 50 and 51 of the Civil Rights Law to restrain 
the use of his name for other commercial purposes, especially those in econ- 
junction with which he has not established a trade name. Neither has plain- 
tiff waived the benefit of the Civil Rights Law by consenting for a time to 
have his name used in the perfumery field by Overhamm. The duration of 
that consent had expired, as Overhamm signified by canceling the registered 
trade-mark following the California arbitration. There was no general 
abandonment of the name by plaintiff when he contracted with Overhamm. 
Neva-Wet Corp. v. Never Wet Processing Corp., 277 N. Y. 163, 173 [36 
U.S. P. Q. 551] ; New York Herald Co. v. Star Co., 146 F. 204, 205, affd. 146 
F. 1023. ° 


If no property existed in plaintiff’s name as a trade name for perfum- 
ery, due to the circumstance that plaintiff has not engaged in that business, 
then plaintiff is entitled to an injunction under the Civil Rights Law. We 
think, also, that plaintiff is entitled to an injunction under the law of un- 
fair competition, regardless of whether he had established a trade name by 
use of his name in conjunction with perfumery. Tiffany & Co. v. Tiffany 
Productions, Inc., 147 Mise. 679, affd. 237 App.Div. 801, affd. 262, N.Y. 
482; Long’s Hat Stores Corp. v. Long’s Clothes, Inc., 224 App.Div. 497; 
Martha Washington Candies Co. v. Martha Washington Ice Cream Co., 280 
App. Div. 256 [42 T. M. R. 663]; Albro Metal Products Corp. v. Alper, 
281 App. Div. [42 T. M. R. 430]. , 


The statute includes the use of a surname alone. Orsini v. Eastern 
Wine Corp., 190 Mise. 235 [387 T. M. R. 861], affd. 273 App. Div. 947. 


There is no substance to the contention that plaintiff does not come 
into equity with clean hands. 


The judgment appealed from should be reversed and defendants- 
respondents, their agents, servants, representatives and privies, should be 
restrained and enjoined from manufacturing, selling or offering for sale 
perfumes, cosmetics and kindred articles bearing the name ‘‘ Adrian’’ or 
said name with plaintiff’s facsimile signature thereon, or any imitation 
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thereof, and from using said name ‘‘ Adrian’’ upon packages containing any 
of said articles, with costs of the appeal to appellant. 


Dore, Presiding Justice, CoHN and BrEITEL, Justices, concur. 


THE SINGER MANUFACTURING COMPANY, ET AL., v. 
REDLICH, ET AL. 


No. 12296-T—S. D. Calif. C. Div.—December 31, 1952 


CoMMON LAW TRADE-MARKS—NATURE OF RIGHTS 
‘*Singer’’ held to be a valid common law trade-mark. ‘‘ Singer Sewing Center’’ 
held to be exclusive property of plaintiff. 


UNFAIR COMPETITION—SCOPE OF RELIEF 
Plaintiff held entitled to profits of defendant, general damages and exemplary 
or punitive damages. Plaintiff also held entitled to legal expenses and disbursements. 
UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Assessment of exemplary damages awarded on basis of actual loss resulting 
from depreciation of good will. 


UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Attorney ’s fees and expenses incurred in litigation awarded on basis of defend- 
ant’s fraudulent conduct but for which litigation would have been avoided. 


CouRTS—PLEADING AND PRACTICE 


Because defendant was dubious credit risk, court may protect a master by 
requiring plaintiff to advance his charges and look to defendant for recoupment. 


Suit for infringement and unfair competition by The Singer Manu- 
facturing Company and Singer Sewing Machine Company against Herman 
M. Redlich and Ruth C. Redlich, doing business as Sun Vacuum Stores 
and other corporate defendants. Judgment for plaintiffs. 


Paul, Hastings & Janofsky, Lee G. Paul and Robert P. Hastings, all of 
Los Angeles, Calif. and John F. Ryan, Reginald Hicks, and Burgess, 
Ryan & Hicks, of New York City, for plaintiffs. 


Mason & Graham, Collins Mason, and William R. Graham, of Los Angeles, 
Calif., for defendants. 


Touin, D. J.: 


This is an action for trade-mark infringement and unfair competition. 
Plaintiff The Singer Manufacturing Company is the parent firm and man- 
ufacturer. Plaintiff Singer Sewing Machine is its wholly owned sub- 
sidiary. Plaintiffs’ principal product is sewing machines. 


The trade-marks involved are ‘‘Singer,’’ the letter ‘‘S’’ trade-mark 
and what was referred to at the trial as the oval medallion trade-mark, 
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each of which is owned by plaintiff The Singer Manufacturing Company. 
The letter ‘‘S’’ mark is the subject of registration No. 69,900 and the oval 
medallion of registration No. 20,065. So far as the record shows, ‘‘Singer’’ 
is an unregistered common law trade-mark. 


In addition to these trade-marks, plaintiffs have extensively adver- 
tised and used the trade names ‘‘Singer Sewing Center’’ and ‘‘Sewing 
Center’’ to identify shops maintained by them throughout the world. 
There are ninety stores of plaintiffs so identified in Southern California. 


The common use of this appellation is by insertion in Singer adver- 
tising and by prominent display of the words in store windows. 


Defendants contend that even if ‘‘Singer Sewing Center’’ is the ex- 
elusive property of plaintiffs, this interest does not extend to ‘‘Sewing 
Center’’ which they assert is in the public domain and not peculiar to 
plaintiffs’ use. 


Defendants contend that the trade-mark ‘‘Singer’’ is invalid because 
of the holding in Singer v. June, 163 U.S. 169 (1896). That case does not 
so hold. Our attention has been directed to some twenty unreported cases 
wherein District Courts of the United States have severally held ‘‘Singer’’ 
to be a valid trade-mark. In none of these decisions have the courts made 
a different holding than this Court now makes concerning Singer v. June. 
Defendants have not cited any decision which interprets that case in the 
strained manner defendants do. See Singer v. American Appliance Co., 
86 F. Supp. 737 (1949). In the light of this judicial unanimity, as well as 
on our own analysis, this Court holds the common law trade-mark ‘‘Singer’’ 
valid. In view of the extensive prior judicial action it is not appropriate 
to again spell out the reasoning or to distinguish Singer v. June, supra. 
The Singer Manufacturing Company and its predecessors have been in 
business over 100 years and during all that time used ‘‘Singer’’ to iden- 
tify themselves and their merchandise. Four and a half million family 
sewing machines, each carrying the three trade-marks, have been sold by 
plaintiffs in the United States in the past 20 years and about fifteen mil- 
lion dollars have been spent in advertising to keep plaintiffs’ names, trade- 
marks, services and merchandise before the public. 


Defendants do not question the validity and plaintiffs’ ownership of 
the oval trade-mark medallion and the letter ‘‘S’’ trade-mark. It is ad- 
mitted that for more than 40 years the letter ‘‘S’’ mark was used by 
plaintiffs to identify their shops and their merchandise. 


The Answer admits that all three trade-marks have ‘‘acquired a 
worldwide, favorable and very valuable reputation * * *.’’ That favor- 
able reputation has been nurtured in California where one of the plain- 
tiffs has long maintained its own retail and service establishments prom- 
inently located in many cities of the State. A high standard of 
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merchandise display and attractive establishment has been standard in 
plaintiffs’ stores. Independent dealers have been gradually eliminated 
in order that plaintiffs’ merchandising methods be brought under stricter 
control of plaintiffs. Plaintiffs have maintained a custom of showing 
respect for their products. This is reflected in display methods, adver- 
tising copy, sales policies, quality of merchandise offered for sale, customer 
relations and servicing of machines sold. Years of adherence to these 
policies have established an extraordinarily high good will for ‘‘Singer’’ 
sewing machines. 


‘‘Singer Sewing Center’’ is the exclusive property of plaintiffs. 
‘‘Sewing Center’’ as mere words used together are not so distinctively 
and exclusively associated with plaintiffs that there is any secondary 
meaning or identity with plaintiffs’ products or services. However, when 
the two words are prominently displayed in a combination arrangement 
aping the traditional window display of plaintiffs, then an unfair trade 
practice apt to mislead and confuse the public exists and will be enjoined. 


Defendants Herman M. Redlich and Ruth C. Redlich are partners 
doing business as Sun Vacuum Stores and are the sole owners of the 
corporate defendants. The defendants operated stores in most of the larger 
cities of California, from San Diego in the South to Sacramento in the 
North, selling new and used sewing machines of various makes. They 
have carried in stock certain machines of foreign origin which superficially 
are close copies of certain ‘‘Singer’’ machines. Numerous prospects, 
attracted by the defendants’ radio and newspaper advertising featuring the 
trade-mark ‘‘Singer’’ have been deliberately deceived by the defendants 
and fraudulently led to believe, contrary to fact, that these machines 
either were actually ‘‘Singer’’ machines or were sponsored by ‘‘Singer.”’ 


Machines of domestic manufacture, but not made by plaintiffs, were 
likewise palmed off as ‘‘Singers.’’ 


The unconscionable character of the defendants’ out and out swindles 
was established by the testimony of many actual victims all of whom were 
attracted by the defendants’ ‘‘Singer’’ advertisements, and who wanted 
and intended to buy the genuine products of The Singer Manufacturing 
Company but who had spurious machines palmed off on them as and for 
‘*Singer’’ sewing machines. These frauds were not confined to a particu- 
lar area but were perpetrated in identical pattern wherever Sun did 
business in California. Defendants extensively offered ‘‘rebuilt’’ ‘‘Singer’’ 
machines for sale. The so-called ‘‘rebuilt’’ ‘‘Singer’’ machines were as- 
semblages of sewing machine components of which some were originally 
of ‘‘Singer’’ manufacture but a great many of which are the products and 
designs of other manufacturers. The essentially non-‘‘Singer’’ character 
of these assemblages is indicated by the fact that usually the cost of the 
parts which originated with ‘‘Singer’’ were exceeded by the cost of the 
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non-‘‘Singer’’ components. Frequently the only ‘‘Singer’’ component 
was what might be called the careass salvaged from a treadle machine 
manufactured and sold by plaintiff The Singer Manufacturing Company 
as much as fifty to sixty years ago. Moreover, the defendants’ assemblage 
incorporating such a careass was almost invariably sold as an electric 
sewing machine. 


Defendants have represented and palmed off such ‘‘rebuilts’’ as and 
for the genuine products of the plaintiffs. 


Many of defendants’ customers were unanimous in condemning as 
‘‘no good’’ the so-called ‘‘Singer’’ ‘‘rebuilts.’’ 


Problems of obtaining replacement parts were frequent and defendants, 
while still claiming the products to be of ‘‘Singer’’ manufacture, were 
uncooperative in supplying parts. Often ‘‘Singer’’ parts would not fit. 
The defendants frequently concealed the antiquity of their machines. 


Customers were led to believe and thought they were rebuilt by the 
Singer Company. Sometimes the defendants varied their falsehoods by 
representing that these machines had all ‘‘Singer’’ parts and, at other times, 
even representing that they were new ‘‘Singers.”’ 


Defendants engaged in extensive advertising both in newspapers and 
by radie. The advertising has appeared in 66 newspapers. Their consis- 
tent policy and practice have been to shape their advertising to be com- 
pletely dominated by the word ‘‘Singer.’’ They have also displayed the 
name ‘‘Singer’’ on their store fronts, along with the words ‘‘Service and 
Parts’’ and ‘‘New and Rebuilt.’’ They did not actually handle ‘‘Singer’’ 
parts and never stocked new ‘‘Singer’’ machines. 


In recent years while continuing to use ‘‘Singer’’ extensively in their 
advertising, defendants have undertaken to disparage and dissuade at- 
tracted customers from buying the advertised merchandise. They urged 
prospects to buy other machines and, more particularly, the foreign-made 
machine. 


For the past several years defendants’ sales of so-called ‘‘rebuilt’’ 
sewing machines marked ‘‘Singer’’ accounted for only some 14% of total 
sales. During this time defendants devoted at least 70% of their adver- 
tising expenditure to featuring the mark ‘‘Singer.’’ 


9> 66 


Defendants advertised ‘‘Singer’’ ‘‘rebuilts’’ at exceedingly low prices 
and appealed mainly to low income purchasers. Defendants produced 
evidence of small, indefinite and sometimes obscurely placed insignia which 
they had placed on their machines and which identified defendants as the 
‘*rebuilders.’’ Use, or retention on the goods, of the original manufact- 
urer’s names and marks is not justified by the mere addition of a notice 
to the effect that the products have been changed. Defendants’ use of a 
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‘‘rebuilder’s notice’’ on the machines is not a license to use plaintiffs’ 
trade-marks. 


In Ingersoll v. Doyle, 247 F. 620, defendants’ offer to use a notice was 
rejected, the court saying, at p. 621: 


‘‘* * * They would still be marketing, as Ingersoll watches, 
watches not such in their entirety, but new construction * * *.’’ 


See also: Prest-O-Inte Co. v. Davis et al., 209 F. 917; Searchlight Gas 
Co. v. Prest-O-Lite Co., 215 F. 692; General Electric Co. v. Schwartz et al., 
99 F.Supp. 365 [41 TMR 984]. 


Some of the witnesses were aged pensioners and others young 
housewives, obviously drawn to trade with defendants by the appealing 
combination of plaintiffs’ good will and very low advertised prices. 


The customers were, if possible, switched to the foreign machine 
usually under a direct misrepresentation that it was built abroad by plain- 
tiffs and, for vague reasons incidental to sale of imported merchandise, 
necessarily sold under a non-‘‘Singer’’ name. Availability and inter-change 
of ‘‘Singer’’ parts was assured. The fraud was usually discovered when the 
customer sought to obtain service from one of the plaintiffs’ stores, or tried 
to apply a genuine ‘‘Singer’’ part purchased from one of the plaintiffs’ 
stores. The ‘‘Singer’’ parts, when obtained from plaintiffs who were the 
only source of supply, would not fit. Replacement parts for the foreign 
machine were in short supply. Defendants, having made their sale, were 
disinterested in continuing service and the transaction often found its way 
to litigation in the Small Claims or some similar court. As might be ex- 
pected of a business so steeped in fraud, defendants’ stores became shabby 
and unattractive. The good will of plaintiffs and their products suffered. 
The good reputation of ‘‘Singer’’ was damaged. 


Many of defendants’ stores ultimately failed and were closed. It was 
claimed at the trial that defendants could not produce certain sales records 
which plaintiffs had asked be brought to Court. Storage in remote places 
and the usual complications of liquidation of a retail store were advanced 
as excuses. 


The principal problem in the case is that of damages. Plaintiffs have 
asked for the profits realized by the infringers of their trade-marks. They 
have asked for general damages, upon the unfair competition basis of the 
ease. They have further asked for exemplary or punitive damages. They 
are entitled to all three. 

As early as 1896, the Supreme Court laid at rest whatever doubt had 
previously existed as to whether an accounting could be had in an unfair 
competition case (Singer v. June, supra). 

‘‘# * * where an injunction is had against unfair competition, 


willfully conducted by the defendant with knowledge of the plaintiffs’ 
rights, an accounting normally follows. (Citing cases) ’’. 
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The same rule is followed in the California state courts: 


‘‘Entirely apart from the question of actual damage, the owner 
of a trade-mark is entitled to recover from an infringer the profits 
realized by the latter from sales under the simulated trade-mark. * * * 
The same rule applies to cases of unfair competition, in which, while 
there is no violation of an exclusive right in a technical trade-mark, 
the defendant has used devises calculated to pass off his goods as those 
of plaintiff.’’ Modesto Creamery v. Stanislaus etc. Co., 168 Cal. 289, 
142 P. 845. 


As stated by the Court of Appeals of the 6th Circuit: 


‘<* * * the usual practice contemplates an accounting and that 
such practice should be followed, and an accounting ordered, unless it 
is made clearly and certainly to appear that neither upon the existing 
record, nor upon any record which complainant can make before the 
master, could there be any substantial recovery. If there remains any 
fair probability that the complainant can produce the necessary proof, 
or that, upon final hearing, and as aided by all such proof, the trial 
court or the reviewing court may think that complainant is entitled to 
a recovery of damages or profits (beyond the amount of any which 
may be tendered, if a tender is made), then the complainant should 
have the opportunity to make and present his case.’’ Merriam v. Saal- 
field, 198 F. 369, 371. 


Despite the difficulties apparent if an accounting be attempted, the 
plaintiffs are entitled to an accounting. Upon their undertaking to deposit 
funds for the compensation of a master, the Court will appoint a master to 
determine an award of damages based upon an accounting of gains and 
profits which defendants made through their unfair practices. If plaintiffs 
elect to pursue this remedy, they shall, within 60 days deposit $1,000.00 into 
the Registry of the Court, to be applied upon master’s fees and expenses as 
will be determined by further order. The payment of such fees will be 
taxed against defendants. Because defendants are dubious credit risks, the 
Court will protect the master by requiring plaintiffs to advance his charges 
and look to defendants for recoupment. 


Defendants maintained eight stores in California. The unfair compe- 
tition paralleled slander in the degradation which inured to plaintiffs’ good 
will and reputation. This was an actual loss to plaintiffs over and above 
their loss of profits resulting from confusion of goods and palming off of 
defendants’ wares. It is in the nature of depreciation of good will and 
offers problems of assessment of damages similar to those which confront a 
court in determining damages for defamation where the slander is slander 
per se. From all the evidence, the Court finds this item of damage at $1,- 
500.00 for each one of defendants’ eight establishments. This item of dam- 
age totals $12,000.00. 


The defendants’ conduct in the instant case was fraudulent, deliberate, 
wilful and wanton in the extreme. Their wide-spread sales of foreign 
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machines were effected by deliberate falsehoods and the grossest kind of 
deception. At least one witness identified the defendant Herman M. Red- 
lich as the one who had defrauded her, thus giving the lie to the defend- 
ants’ attempt to blame the abuses complained of on their salesmen. The 
uniformity of the practices is evidence of some guiding mind. The Court 
finds that defendants Herman M. Redlich and Ruth C. Redlich (Mrs. H. 
Redlich) commanded the sales personnel. The instructions given the de- 
fendants’ salesmen further confirm the deliberateness of the frauds. The 
defendants’ advertising, their oral misrepresentations, their machines, their 
store signs, their booklets, and their evasion of swindled customers, all 
demonstrate beyond question an over-all plan of deception, deliberately 
conceived and ruthlessly carried out. It is appropriate in such a case to 
award litigation expenses as compensatory damages. This is particularly 
so because defendants long persisted in their fraud after notice. 


‘‘In the present case, there was direct proof that because of the 
fraudulent and wilful infringement and unfair competition of appellee, 
appellant ineurred legal expenses aggregating $18,515.03. Counsel’s 
fees necessitated by the tort have been said in some instances to be 
recoverable as a part of the compensatory damages and in other eases 
as a part of exemplary damages. As the master’s finding of wilful and 
fraudulent conduct is sustained by the evidence, this sum was re- 
coverable as compensatory damages and hence properly included in 
the amount recommended by him.’’ Aladdin Mfg. Co. v. Mantle Lamp 
Co., 116 F.2d 708. 


There is nothing novel in the concept of awarding the successful party 
attorney’s fees paid and expenses incurred in litigation, stemming from the 
opponent’s fraudulent conduct and but for which the litigation would have 
been avoided. 


In Hartford-Empire v. Shawkee Mfg. Co., 163 F.2d 474, 479, 480 
(C.C.A. 3) the Court held Shawkee entitled to legal expenses and disburse- 
ments on the theory of restitution because Hartford had been found guilty 
of fraud in utilizing in the Patent Office and Courts a laudatory article in 
support of patentability of invention, which article purported to be un- 
biased but was, in fact, procured by Hartford. 


Plaintiffs’ legal expenses and disbursements will be awarded as dam- 
ages upon proof being made. Plaintiff may notice a hearing to take such 
evidence of legal expenses upon any motion day. 


‘*In an action for the breach of an obligation not arising from con- 
tract where the defendant has been guilty of oppression, fraud, or 
malice, express or implied, the plaintiff, in addition to the actual dam- 
age, may recover damages for the sake of example and by way of 
punishing the defendant.’’ Cal. Civil Code, See. 3294. 


In the case of Sandler v. Gordon, 94 A.C.A. 274 (1949), 210 P2d 314, 
where the defendant stole plaintiff’s customer list and used it to plaintiff’s 





Vol.43T.M.R. SINGER CO., ET AL., v. REDLICH, ET AL. 205 


damage, the court held that ‘‘punitive damages’’ were proper. The Court 
said, at page 279: 

‘*Referring to the claim that punitive damages were improperly 

awarded, the court found that because of its conduct, appellant was 


guilty of oppression and malice. In such cases, exemplary damages 
may be imposed under section 3294 of the Civil Code.’’ 


See also, Aladdin Mfg. Co. v. Mantle Lamp Co., supra. 


The Court finds that the torts of defendants herein mentioned were 
committed with fraudulent, oppressive and malicious intent and fixes ex- 
emplary damages at $10,000.00. 


An injunction will issue enjoining defendants: 


a. From directly or indirectly representing contrary to fact that any 
sewing machine advertised, offered for sale or sold by defendants is made 
or sold by plaintiffs or is in some way connected with plaintiffs or 
representing that there is some business connection between plaintiffs and 
defendants. 


b. From directly or indirectly representing that the foreign machines 
heretofore sold by defendants or any other sewing machines manufactured 
by others than plaintiffs are the same as plaintiffs’ machines or that the 
parts of such machines are interchangeable with plaintiffs’ parts or that 
such machines or any parts thereof are made by a concern which makes 
machines or parts for plaintiffs. 


e. From selling or otherwise disposing of any ‘‘rebuilt’’ sewing 
machine unless said defendants shall remove therefrom plaintiffs’ names 
and trade-marks and, in the place of the trade-mark ‘‘Singer’’ on the 
horizontal arm, affix a non-infringing name of defendants’ selection fol- 
lowed by the word ‘‘Rebuilt’’; provided, however, that in addition de- 
fendants shall permanently affix to the head of any such machine a square 
or rectangular medallion or decaleomania bearing a notice reading: 

‘*A used Singer head, reconstructed, repainted, electrified, and 


modified by Sun Vacuum Stores, Los Angeles, California, with Sun’s 
parts, motor, controller and cabinet.’’ | 


In such notice, any non-infringing name may be used in place of ‘‘Sun 
Vacuum Stores’’ and ‘‘Sun’’; and ‘‘Singer’’ shall not be emphasized or 
different in color, size or style of type from the wording of the remainder 
of the notice. 


d. From using plaintiff’s names or trade-marks in advertising any 
‘‘rebuilt’’ sewing machine except that in their printed advertising de- 
fendants may use substantially the following statement: 

' “A used Singer head, reconstructed, repainted, electrified, and 


modified by Sun Vacuum Stores, Los Angeles, California, with Sun’s 
parts, motor, controller and cabinet.”’ 
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In such statement any non-infringing name may be used in place of ‘‘Sun 
Vacuum Stores’’ and ‘‘Sun’’; and ‘‘Singer’’ shall not be emphasized or 
different in color, size or style of type from the wording of the remainder 
of the notice; and in all of defendants’ advertising which incorporates such 
statement, the defendants’ ‘‘rebuilt’’ sewing machines shall be advertised 
under the name ‘‘Sun’’ or other non-infringing name of defendants’ selec- 
tion as ‘‘Sun Rebuilt sewing machine.’’ 


e. From applying to any ‘‘rebuilt’’ sewing machine head any of 
plaintiffs’ machine transfer designs. 


f. From making, procuring, selling or disposing of or using decal- 
comania, name-plate, label or the like bearing plaintiffs’ machine transfer 
designs, names, or trade-marks, or any simulation thereof, except in the 
notice referred to in paragraph e. 


g. From distributing or using any sewing machine instruction book- 
let which carries any of plaintiffs’ names, trade-marks or sewing machine 
model numbers, in connection with any ‘‘rebuilt’’ sewing machine, or any 
sewing machine made by someone other than the plaintiff, The Singer 
Manufacturing Company, except that instruction booklets used in connec- 
tion with ‘‘rebuilt’’ sewing machines may carry the following legend: 


‘A used Singer head, reconstructed, repainted, electrified, and 
modified by Sun Vacuum Stores, Los Angeles, California, with Sun’s 
parts, motor, controller and cabinet.’’ 


In such legend, any non-infringing name may be used in place of ‘‘Sun Vac- 
uum Stores’’ and ‘‘Sun’’; and the name ‘‘Singer’’ shall not be emphasized 
or different in color, size or style of type from the wording of the remainder 
of the legend; and if such legend is used the ‘‘rebuilt’’ sewing machines 
referred to in the booklet shall be designated under the name ‘‘Sun’’ or 
other non-infringing name, as ‘‘Sun Rebuilt sewing machines.”’ 


h. From using any of plaintiffs’ names or trade-marks in signs or 
other advertising to attract customers, inquiries or orders, for the purpose 
of selling or furthering the sale of goods other than those advertised. 


i. From distributing or using the sewing machine instruction book- 
let entitled ‘‘You Have Invested Wisely’’ or any other similar booklet 
which is to a great extent a copy of any of plaintiffs’ instruction pamphlets. 


j- From displaying the name ‘‘Singer’’ on their signs or other adver- 
tising, in association with the words ‘‘Service’’, ‘‘Parts’’, ‘‘New’’ or 
‘*Rebuilt.’’ 


k. From using the words ‘‘Singer Sewing Center’’ on signs or ad- 
vertising. 


l. From misusing plaintiffs’ names, trade-marks and trade indicia in 
any manner whatsoever. 
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THE VIRGIN ISLANDS CORPORATION v. W. A. TAYLOR 
& COMPANY 


No. 59—C. A. 2—January 8, 1953 


TRADE-MarK Act OF 1946—TITLE—ASSIGNMENT 
‘*Government House’’ held on basis of facts alleged to revert to plaintiff on 
expiration of contract with defendant-registrant. 
Courts—MOTIONS 
On motion to dismiss court must construe language of complaint in manner 
most favorable to plaintiff. 
CourTsS—MOTIONS 


Single clause in contract may not be relied upon alone, but must be recon- 
ciled with other provisions in motion to dismiss. 


Appeal from Southern District of New York. 


Suit by The Virgin Islands Corporation against W. A. Taylor & 
Company to compel assignment of trade-mark registrations and for unfair 
competition. 


Plaintiff appealed from order dismissing complaint. Reversed. 


Holmes Baldridge, Irwin W. Silverman and David Lloyd Kreeger and 


Harry I. Rand of Washington, D. C., and Myles J. Lane of New York 
City for Plaintiff-Appellant. 


Rogers Hoge & Hills, Lenore B. Stoughton, Andrew J. Graham and 
William D. Weigel, of New York City, for Defendant-Appellee. 


Before Swan, Chief Judge, and L. Hanp and Frank, Circuit Judges. 


This is an appeal from an order dismissing an amended complaint for 
failure to state a cause of action (pursuant to Rule 12(b)(6) F. R. C. P.). 
The facts, as stated in the amended complaint, are as follows: 


Plaintiff is a ‘‘corporate agency of the United States,’’ created by 
Act of Congress of June 3, 1949 (c. 285, 63 Stat. 350, 48 U. S. C. 1407ff), 
and successor to the Virgin Islands Company, (referred to as ‘‘VICO’’), 
which also is a United States government corporation organized under 
the laws of the Virgin Islands. Defendant is a New York corporation. 
VICO and its successor were created for the purpose of promoting the 
general welfare of the inhabitants of the Virgin Islands through the 
economic development of those islands. 


After VICO, the original corporation, was organized, the Secretary of 
the Interior of the United States in 1934 leased to VICO a sugar factory 
and distillery. When the plaintiff corporation was created, title to those 
properties was transferred to it. 


In accord with the terms of the lease and its corporate charter, all the 





208 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


net proceeds of VICO’s operations were used for the benefit of the inhabi- 
tants of the Virgin Islands. All of VICO’s funds were deposited currently 
in the Treasury of the United States as a special fund, and at the end of 
each fiscal year the net profits, less reserves, were transferred to the general 
fund of the Treasury. 


On October 8, 1936, ‘‘in order to develop a substantial demand for 
VICO rum (i.e., the rum produced at this distillery) in the United States 
and thereby to increase its volume of sales,’’ VICO contracted with defend- 
ant, appointing defendant as its sole agent and distributor for VICO in 
the United States, District of Columbia and Alaska. This agreement was 
superseded by a new five-year contract on March 30, 1940. When the 1936 
agreement was effected, the parties had not decided on a name and label 
for the product in the United States market. In December, 1936, the 
Governor of the Virgin Islands suggested the name ‘‘Government House.’’ 
President Roosevelt upon request sketched the label. Defendant asked the 
Secretary of the Interior to grant permission to use the ‘‘Government 
House’’ name, urging that ‘‘ ‘the most valuable asset’ of VICO rum was 
that it ‘has been made and controlled from start to finish by a corporation 
set up by the United States Government,’ and that ‘the consuming public 
as well as the distributing trade’ could be informed by the label and by 
advertisement that ‘the rum has back of it a United States Government 
controlled corporation.’ ’’ The name and label were subsequently approved 


by the Secretary of the Interior and the President of the United States. 
The Federal Alcohol Administration granted its approval upon being 
advised ‘‘that the rum in fact was being produced and would continue 


to be produced under the auspices of VICO, a government corporation. 
* @* @ )) 


VICO first affixed the ‘‘Government House”’ label to its rum on March 
16, 1937. It made the first sale and shipment of VICO rum under that 
label on March 16, 1937, in the Virgin Islands. On March 27, 1937, it 
began shipments to the defendant, for resale in the United States. Defend- 
ant obtained the necessary certificate of label approval from the Federal 
Aleohol Administration of the Treasury Department upon the representa- 
tion that the rum was being produced and would continue to be produced 
under the auspices of VICO, a Government corporation. Defendant then 
obtained registrations of both the ‘‘Government House’’ name and picture 
from the Patent Office. Beginning in October, 1937, defendant conducted 
an extensive advertising campaign throughout the United States, identi- 
fying the ‘‘Government House’’ name to the public with VICO rum, and 
emphasizing the governmental origin of the rum and the essential role of 
that product in the project to rehabilitate the economy of the Virgin 
Islands. All bottles of the rum which defendant sold before the ‘‘Govern- 
ment House’’ label and the following notice: ‘‘ Distilled directly and solely 
from eane juice by Virgin Islands Company, St. Croix, Virgin Islands, a 
Virgin Islands Government Corporation.”’ 
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The 1936 and 1940 contracts with defendant provided that the parties 
should agree upon a label and that the brand and trade-marks should be 
the property of the defendant and might be registered by it in its name, 
subject to the option of VICO to acquire the trade-marks if the agency 
terminated prior to the contract’s expiration. 


When these contracts were executed and thereafter, both parties under- 
stood, agreed, and intended that defendant should have the right to use 
the ‘‘Government House’’ name, picture and label only in connection with 
the marketing of VICO rum and only for the duration of the agency and 
distributorship relationship between VICO and defendant, and that on 
termination of that relationship, the right to use those symbols would 
simultaneously terminate and thereafter be vested in VICO;? moreover, 
the parties intended that when defendant filed its applications for regis- 
tration of the ‘‘Government House’’ name and picture, it would do so solely 
as agent and trustee for VICO; and the registrations issued to defendant 
were in fact issued to it only in that capacity.* 


1. Paragraph 11 of the 1936 agreement reads in pertinent part: ‘‘Trade-Marks. 
The brand and trade-marks shall be the property of the Importer and may be registered 
by it in its name. If at the end of one year from the date hereof the Importer does 
not renew this contract then the Importer agrees to transfer and assign the trade- 
mark and any registration thereof to the Shipper. If said contract is renewed for 
a period of two years and during the period this contract is in effect the Importer 
shall liquidate its business or discontinue the importation or sale of alcohol liquor, 
then the Shipper shall have the option to purchase the trade-mark either in its own name 
or in the name of its assignee or designee. ’’ 

Paragraph 11 of the 1940 agreement reads in part: ‘‘Trade-Marks. The brand 
and trade-marks are and shall continue to be the property of the Importer and may 
be registered and reregistered by it in its name. If during the period this contract 
is in effect the Importer shall liquidate its business or discontinue the importation or 
sale of alcoholic liquor, then the Shipper shall have the option to purchase the trade- 
mark either in its own name or in the name of its assignee or designee.’’ 

2. Paragraph 9 of the amended complaint reads: ‘‘At the time when the October 
8, 1936 agreement was executed, and again when the ‘Government House’ name, picture, 
and label were originated and devised, and again when the March 30, 1940 agreement 
was executed; it was understood, agreed, and intended by VICO and defendant that 
defendant would have the exclusive right to use the ‘Government House’ name, 
picture, and label only in connection with the marketing of VICO rum and only for 
the duration of the agency and distributorship relationship between VICO and defend- 
ant, and it was further understood, agreed, and intended that upon the termination of 
that relationship, such right in defendant would simultaneously terminate and would 
thereafter be vested in VICO. It was on that understanding and with such intent that 
the October 8, 1936 and March 30, 1940 agreements were entered into by VICO and 
defendant. VICO had no power or authority to vest any greater rights in defendant 
with respect to the use of the said name, picture and label.’’ 

Paragraph 17 of the amended complaint reads: ‘‘In executing the October 8, 1936 
agreement and the March 30, 1940 agreement, both VICO and defendant in fact in- 
tended to vest the right to use the ‘Government House’ name, picture, and label in 
defendant solely as agent and trustee for VICO; and the agreements in fact were 
understood to and were operative to vest the said right of user in defendant solely as 
agent and trustee for VICO.’’ 

3. Paragraph 13 of the amended complaint reads: ‘‘The said applications by 
defendant for registration of the ‘Government House’ name and picture with the 
Patent Office in fact were intended to be filed and were filed by defendant solely as 
agent and trustee for VICO. The said trade-mark registrations issued by the Patent 
Office on the ‘Government House’ name and picture in fact were issued to defendant 
solely as agent and trustee for VICO.’’ 
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In conformance with these understandings between the parties, when 
the 1940 agreement terminated on March 30, 1945, and with it defendant’s 
agency and distributorship for VICO rum, VICO asserted that it had legal 
and equitable ownership of those symbols; defendant made the same asser- 
tion its own behalf. Defendant persists in its claim and insists that it alone 
is entitled to use the ‘‘Government House’’ symbols, that defendant may 
use the symbols on any liquor it desires, and that use of the symbols by 
VICO or by appellant, or by any of their designees, is unauthorized and un- 
lawful. Also, since 1945, defendant has made efforts to obtain certification 
for use of the ‘‘Government House’’ symbols on Puerto Rican rum which 
it has sold or proposed to sell in the United States; and has represented to 
state officials that it has the exclusive right to sell liquor under the ‘‘Gov- 
ernment House’’ symbols; and has requested such officials to prohibit the 
sale of VICO rum by appellant or its designees under the ‘‘Government 
House”’ label. 


The 1940 agreement expired in March, 1945, and the parties failed to 
agree on a renewal. VICO then entered into a five-year contract with the 
Munson G. Shaw Company, designating Shaw its exclusive sales agent for 
the sale of VICO rum in the United States, Alaska, and Hawaii. Shaw 
then sought and received label approval from the Alcohol Tax Unit, Bureau 
of Internal Revenue (which had succeeded to the functions of the Federal 
Aleohol Administration). At about the same time, the Alcohol Tax Unit 


denied an application by one of defendant’s affiliates requesting approval 
of the ‘‘Government House’’ name on a Puerto Rican rum of the affiliate. 


4. Paragraph 21 of the amended complaint reads: ‘‘On April 6, 1945, the said 
Alcohol Tax Unit issued the following ruling under the Federal Alcohol Administra- 
tion Act: 

‘¢ «The connotation of the name ‘‘Government House,’’ its use upon a product of 
the Virgin Islands Company for a period of some nine years, and the publicity which 
the marketing of this product has received, have, in the view of this office, created the 
impression on the part of the consuming public that rum denoted by this name is a 
product manufactured in the Virgin Islands by the Virgin Islands Company, a Govern- 
ment-controlled corporation. Under the circumstances, it is the Bureau’s opinion that 
the use of this brand name, either upon rum produced elsewhere than in the Virgin 
Islands or by a concern other than the Virgin Islands Company, would result in con- 
sumer deception and would accordingly be prohibited by the terms of Section 5(e) 
of the Federal Alcohol Administration Act.’ 

‘‘On July 16, 1945, the said Alcohol Tax Unit denied the application of an 
affiliate of defendant requesting approval for the use of the ‘Government House’ name 
on a Puerto Rican rum produced by the said affiliate, on the following grounds: 

‘¢ «The brand name ‘‘Government House,’’ through wide publicity received over a 
period of several years, has become well known in consumer circles as the name of a 
rum produced by a Government-controlled corporation. This name is therefore deemed 
objectionable under Section 5(e) of the Federal Aleohol Administration Act and Sec- 
tion 33(b) of Regulations No. 5, relating to Labeling and Advertising Distilled Spirits, 
issued thereunder, when used on labels of rum produced by any concern other than a 
Government-controlled corporation. Accordingly, the brand name ‘‘Government House’’ 
must be deleted.’ 

‘*On November 22, 1946, the said Alcohol Tax Unit made a similar ruling with 
respect to the use of the ‘Government House’ picture on a rum produced by the said 
defendant’s affiliate: 

‘¢¢ * * * This illustration (the ‘‘Government House’’ picture) has been employed 
on the ‘‘Government House’’ label and in advertisements of this product for many 
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On March 31, 1950, defendant and its affiliate filed an application with 
the Aleohol Tax Unit, asking approval previously denied them, to use the 
‘‘Government House’’ label on rum produced by the affiliate in Puerto 
Rico. When it made this application, defendant erroneously represented 
to the Aleohol Tax Unit that its ownership of the ‘‘Government House”’ 
name, picture, label, and trade-marks had been finally established ; and that 
there was no longer any dispute as to its exclusive rights as to their use; 
and that plaintiff had abandoned all its claims to them. Relying on such 
erroneous representations, the Alcohol Tax Unit granted defendant the 
certificate of label approval it had previously denied. That label approval 
is now in effect, and defendant intends and is threatening imminently to 
sell Puerto Rican rum in the United States as ‘‘Government House’’ rum 
and under the ‘‘Government House’’ name, picture and label. 


In 1949 the Virgin Islands Corporation, known as VICORP, was 
created to succeed VICO, and title to the leased properties was transferred 
to it. The act creating VICORP conditioned its existence upon termina- 
tion of its rum-producing activities. When the contract with Shaw expired 
in 1950, VICORP leased the distillery to A. H. Riise Distillers Corporation 
for one year, with an option to renew for eight years, the lease granting 
Riise the right to dispose of the rum on hand and that produced during 
the term of the lease, under the ‘‘Government House’’ label, subject to 
approval of the Aleohol Tax Unit, which approval Riise’s affiliate obtained. 
Since July 1950, Riise and its affiliates have used the ‘‘Government House’”’ 
name, picture and label in their sales of VICO rum. 


The ‘‘Government House’’ name, picture and label have heretofore 
always been used exclusively on VICO rum and have always signified only 
that rum. The plaintiff alleges that defendant, by its conduct in using 
those ‘‘Government House’’ symbols exclusively on VICO rum, in adver- 
tising and promoting the symbols solely in connection with VICO rum, 
and in otherwise closely identifying them exclusively with VICO rum, has 
dedicated the ‘‘Government House’’ symbols to VICO and solely for appli- 
cation to VICO rum. The uninterrupted use of the ‘‘Government House’’ 
symbols, according to the complaint, is vital to plaintiff’s welfare and that 
of the inhabitants of the Virgin Islands. * Defendant’s threatened use of 
those symbols on Puerto Rican rum or any liquor other than VICO rum 
would deceive and mislead the public, would irreparably damage plaintiff’s 
good will, and would constitute unfair competition against plaintiff. De- 
fendant’s trade-mark registrations of the ‘‘Government House’’ name and 


years, and through the widespread publicity which this product has received, the em- 
blem has become closely associated in the public mind with a Virgin Islands Rum 
which has been produced by a Government-controlled corporation. The use of this 
illustration on a rum originating elsewhere than in the Virgin Islands or produced by 
a company other than a Government-controlled corporation would result in consumer 
deception and the label is therefore deemed objectionable under Section 5(e) of the 
Federal Alcohol Administration Act and pertinent provisions of Regulations No. 5, 
Relating to Labeling and Advertising of Distilled Spirits.’ ’’ 
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picture cast a cloud on plaintiff’s title and damage and prejudice its rights. 
Plaintiff’s acts and conduct have impaired plaintiff’s property, rights and 
interests; have interfered and will interfere with plaintiff’s effective dis- 
charge of its governmental functions, and have caused and will cause 
plaintiff irreparable injury and damage. 


Plaintiff asked an order which would (1) enjoin defendant from using 
the ‘‘Government House’’ symbols on any product other than VICO rum 
and, particularly, as defendant threatens to do, on Puerto Rican rum; (2) 
direct defendant to assign its trade-mark registrations of the ‘‘Government 
House’’ name and picture to plaintiff; and (3) enjoin defendant from 
asserting any claim in the ‘‘Government House’’ symbols in opposition 
to plaintiff or its designees. 


Frank, Cireuit Judge. 


1. A motion to dismiss a complaint, without the aid of anything except 
the complaint itself, is usually a most undesirable way for a defendant to 
seek a victory. For, on such a motion, the court must construe the com- 
plaint’s language in a manner most favorable to the plaintiff; and, if that 
language is at all ambiguous, seldom will it, when thus generously con- 
strued, fail to show a cause of action. So here, interpreting the complaint 
as we must, we conclude that the district judge erred. 


2. The defendant relies on this sentence in clause 11 of the five-year 
1940 contract: ‘‘The Brand and trade-marks shall be the property of the 
Importer and may be registered by it in its name.’’ This, says defendant, 
compels a decision in its favor. But, as this sentence does not dwell alone, 
it must be reconciied with other provisions. 


3. The succeeding sentences of clause 11 are illuminating. They 
provide that if, during the five-year period—from March 30, 1940 to March 
30, 1945—the defendant either liquidates its business or discontinues the 
importation or sale of alcoholic liquor, then VICO shall have ‘‘the option 
to purchase the trade-mark’’ at a price to be determined by appraisers. 
We find it difficult to believe (absent evidence) that the parties meant that, 
if the defendant ceased operations on, say February 1, 1945, VICO had the 
option to buy the name, but that if the operations continued some sixty 
days longer—until March 30, 1945, when the five-year contract period 
expired—then VICO lost all rights to the name. For purposes of a motion 
to dismiss, we think clause 11 must be interpreted to mean that, if the 
operations continued for the full five-year period, the entire right to the 
name should be in VICO at the end of that period, and without any pay- 
ment to defendant. 


4. This interpretation finds support in the complaint which, inter- 
preted generously in plaintiff’s favor, tells the following: (1) When the 
first contract was made in October 1936, the parties contemplated that a 
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name would be devised under which VICO rum would be marketed. (2) 
The name ‘‘Government House’’ and the label were subsequently devised 
in December 1936. (3) The parties at that time agreed that defendant 
should have an exclusive right to use the name and label but only until the 
contract period ended, at which time the entire right thereto would vest 
in VICO. (4) On March, 1937, defendant registered them but solely as 
agent for VICO. (5) Beginning in October 1937, the defendant began 
advertising VICO rum, emphasizing that its sale was part of a Government 
project to rehabilitate and further the economic recovery of the inhabi- 
tants of the Virgin Islands. The first shipment was advertised as the 
culmination of the ‘‘Virgin Islands three-year recovery plan’’; the rum 
was called ‘‘a humanitarian project as well as a beverage.’’ (6) The name 
and label thus became associated in the minds of consumers with a rum 
produced in the Virgin Islands, a rum with the sale of which the govern- 
ment of the Virgin Islands had a connection. (7) When the March 30, 
1940 contract was made, the parties knew of this consumer attitude. (8) 
The use of the name and label in the sale of other rum would deceive and 
mislead consumers, as defendant’s use is doing. 


The foregoing facts we must take as if they were proved. If, then, 
defendant’s interpretation of clause 11 of the 1940 contract were correct, 
it would be plain that the parties, when they executed it, intended that, 
after its expiration on March 30, 1945, defendant should be able, if it so 
desired, to deceive consumers (as it now does). Such an interpretation 
should be avoided where possible. For ‘‘when there is a choice, a court 
will prefer that construction which is lawful’’> and not one which imputes 
to the parties a purpose to make possible the public’s deception. 


5. Congress, in the Act of June 30, 1949, incorporating plaintiff, 
provided that ‘‘the corporation shall not engage in the manufacture of 
rum, or other alcoholic beverages.’’® We do not read this provision as 
prohibiting plaintiff from engaging in the sale of rum.’ 


5. See, e.g., Eddy v. Prudence Bonds Corp., 165 F.2d 157, 161 (C. A. 2); Ameri- 
can Machine § Metals v. De Bothezat Impeller Co., 180 F.2d 342, 347 [84 U. 8. P. Q. 
155, 159-160] (C. A. 2). 

6. 48 U. 8. C. Supp. III, §1407b(h). i 

7. After the amendment constituting this provision was agreed to on the House 
floor, the following amendment was offered and defeated: ‘‘ Provided further that all 
investments and property which relate directly to the making of rum shall be sold or 
discontinued on or before July 1, 1951.’’ (95 Cong. Rec. 5716.) Thus, although Con- 
gress barred plaintiff from itself manufacturing rum, it did not require appellant to 
divest itself of the rum distilling facilities, whose most advantageous use from the 
point of view of return to the Islands is, of course, in the production of rum. Con- 
gress and the Congressional committees, when considering the legislation which became 
the Act of June 30, 1949, were fully informed of VICO’s methods of operation of the 
properties in the Virgin Islands—particularly the distributorship contracts which had 
been entered into first with defendant and subsequently with another distributor, Shaw. 
They were also aware that the use of these Government-owned properties for the - 
duction’ and sale of rum was the best, indeed the only, means of economically exploit 
ing them. Hearings before Sub-Committee of Committee on Appropriations, ‘‘Gov- 
ernment Corp. Appropriation Bill 1949.’’ (H. R. 80 Cong. 2d Sess.) pp. 332 et seq. 
When Congress, with such knowledge, refused to order the sale of properties by VICO, 
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6. The word ‘‘property’’ in the first sentence of clause 11, especially 
in the light of the succeeding sentences, is at best ambiguous. What the 
parties meant by the word may therefore be shown by evidence as to their 
understanding in that respect, even if that understanding preceded, or was 
contemporaneous with, the making of the contracts. This, we think, is 
sound doctrine in all jurisdictions, despite the parol evidence rule.* Ac- 
cordingly, it is unnecessary for us to determine what ‘‘law’’ governs, when, 
as here, the record does not give us any information as to where the con- 
tract was executed. 


Reversed. 


IN THE MATTER OF THE SHEFFIELD SILVER COMPANY 
Federal Trade Commission—Docket No. 4000—October 22, 1952 


UNFAIR COMPETITION—FALSE DESIGNATION OF ORIGIN 


The symbols which respondent used on back of its silverplated ware and in 
its catalogs create in the minds of a substantial portion of the purchasing public 
an impression that such products were manufactured in Sheffield (or elsewhere) 
in England. 


UNFAIR COMPETITION—BaASIS OF RELIEF 
Acts and practices of respondent place in hands of dealers a means and in- 


strumentality whereby they may mislead and deceive purchasers as to origin of 
product, and constitute unfair and deceptive acts and practices. 


Before Mead, Mason, Carson and Spingarn. 
Meap, Chairman: 


Findings as to the Facts and Conclusion 


Pursuant to the provisions of the Federal Trade Commission Act, 
the Federal Trade Commission, on January 26, 1940, issued and sub- 
sequently served its complaint in this proceeding upon the respondent, 
The Sheffield Silver Company, charging it with the use of unfair and 
deceptive acts and practices in commerce in violation of the provisions 
of said Act. Said complaint was amended by a stipulation between 
counsel, approved by the Commission on November 30, 1944. After the 
issuance of said complaint and the filing of respondent’s answer thereto, 


it necessarily approved their retention as well as their use and operation, the only 
prohibition being against government manufacture for its own account. The only 
alternative would have been for appellant to shut down the properties and to keep 
them shut down, which would have meant deterioration, obsolescence and the ultimate 
loss of the government’s investment. This alternative, we think, rejected by Congress 
in refusing to adopt the proposal that ‘‘all investments and property which relate 
directly to the making of rum shall be sold or discontinued. * * * ’’ 

8. We can arrive at the same conclusion on this ground: clause 11 shows that the 
writing did not contain the full understanding of the parties as to the disposition of 
the name after the term of the contract expired. 
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testimony and other evidence in support of and in opposition to the 
allegations of the complaint were introduced before hearing examiners of 
the Commission theretofore duly designated by it, and such testimony 
and other evidence were duly recorded and filed in the office of the 
Commission. Thereafter the matter came on to be heard by the Com- 
mission upon the complaint as amended, the answer thereto, testimony 
and other evidence, report upon the evidence of Hearing Examiners 
Andrew B. Duvall and Webster Ballinger and exceptions thereto, and 
briefs and oral argument of counsel; and the Commission, on May 28, 
1946, ordered that the case be reopened for the taking of further testimony 
in support of and in opposition to the complaint as amended. Additional 
testimony and other evidence in support of and in opposition to the 
complaint as amended were thereafter introduced before Hearing Exam- 
iner Clyde M. Hadley, who had theretofore been designated by the Com- 
mission, it having been stipulated between Counsel that the Commission 
might designate a substitute hearing examiner to take and receive such 
additional testimony, and such additional testimony and other evidence 
were duly recorded and filed in the office of the Commission. 


Thereafter this matter came on for final hearing before the Com- 
mission upon the complaint as amended, answer thereto, testimony and 
other evidence, report upon the evidence of hearing Examiners Duvall and 
Ballinger and exceptions thereto, recommended decision of Hearing Ex- 
aminer Hadley and exceptions thereto, and briefs and oral argument of 
counsel; and the Commission, having duly considered the matter and 
having issued its order disposing of the exceptions to the report upon the 
evidence of Hearing Examiners Duvall and Ballinger and to the recom- 
mended decision of Hearing Examiner Hadley, and being now fully 
advised in the premises, finds that this proceeding is in the interest of 
the public and makes this its findings as to the facts and conclusion drawn 


therefrom. 
Findings as to the Facts 


Paragraph One: Respondent, The Sheffield Silver Company, is a 
corporation organized and existing under and by virtue of the laws of 
the State of New York, with its office and principal place of business 
located at 17 Crosby Street, New York, New York. Respondent is now, 
and for a number of years last past has been engaged in making silver- 
plated hollow ware and in the sale and distribution thereof to retail 
dealers located throughout the United States, who in turn sell respondent’s 
said products to the public. 


Paragraph Two: In the course and conduct of its aforesaid business 
respondent causes its said products, when sold, to be transported from 
its place of business in the State of New York to purchasers thereof 
located in various other states of the United States and in the District of 
Columbia, and maintains, and at all times mentioned herein has main- 
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tained, a course of trade in said products in commerce between and 
among various states of the United States and in the District of Columbia. 


Paragraph Three: In the course and conduct of its aforesaid business, 
respondent trades under its corporate name ‘‘The Sheffield Silver Com- 
pany’’ and causes this name to be prominently displayed in its catalogs, 
on its letters and invoices, and on labels affixed to the cartons in which 
said products are packed and shipped. 


Respondent imprints on the back of its silver-plated hollow ware, 
and in its catalogs, impressions of the crown, a head, and the letter ‘‘S,’’ 
in immediate conjunction with one another. 


Paragraph Four: The city of Sheffield, England, has for several 
centuries been a place of manufacture of both sterling and plated silver- 
ware. From about 1742 until the middle of the nineteenth century, this 
city excelled in the manufacture of silverware designated as ‘‘Silver 
Plate,’’ made of copper coated with silver by fusion. This process lapsed 
on the introduction of the method of silver plating by electrodeposition, 
about the middle of the nineteenth century, and from that time until the 
present the electrodeposition has been largely, if not entirely, used in 
the manufacture of plated silverware in the city of Sheffield, England. 
Due to the special skill of its artisans and the standards of quality set 
by the city of Sheffield, silver-plated ware manufactured in Sheffield has 
an established reputation for excellence in the United States and has made 
the city of Sheffield known throughout the United States as a place of 
manufacture of silverware, and especially silver-plated hollow ware, of a 
high quality. There is a definite preference on the part of a substantial 
portion of the purchasing public for silver-plated ware of English manu- 
facture. 


Paragraph Five: Since 1773 there has been imprinted on sterling 
silverware made in the city of Sheffield, England, certain marks known 
and designated as hallmarks. Among such marks have been the crown, 
a head, and periodically the letter ‘‘S.’’ The crown is the mark of origin, 
that is, the city of Sheffield; the letter ‘‘S,’’ the year of manufacture. 
These marks have become associated in the minds of substantial numbers 
of the purchasing public with silverware of English origin, and to certain 
members of the purchasing public, with silverware made in Sheffield, Eng- 
land. The crown, a head, and the letter ‘‘S’’ imprinted by the respondent 
on its products and in its catalogs simulate the genuine hallmarks imprinted 
on sterling silverware made in Sheffield, England. 


Paragraph Six: Respondent sells its silver-plated ware only to the 
trade, and does not advertise or sell direct to the consuming public. The 
word ‘‘Sheffield’’ does not appear on said products. In offering respond- 
ent’s products to prospective purchasers, retail dealers, following trade 
custom, do so without statement as to the manufacture thereof. Most 
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prospective purchasers, however, inquire as to the name of the manu- 
facturer, and they are informed that it is ‘‘The Sheffield Silver Company”’ 
—but no more, unless, as rarely happens, further inquiry is made as to the 
location of the manufacturers plant. Through such custom of prospective 
purehasers of making inquiry of dealers as to the name of the manu- 
facturer, and through the practice of dealers of informing them that 
it is ‘‘The Sheffield Silver Company,’’ respondent’s corporate name is 
brought to the attention of the substantial portion of the purchasing 
publie. 


Paragraph Seven: There is knowledge among members of the pur- 
chasing public in this country that Sheffield, England, is an important 
source of silverware and silver-plated ware of English manufacture, and 
also knowledge of such ware, which is frequently designated as ‘‘Sheffield 
Silver.’’ The word ‘‘Sheffield’’ used in connection with silver-plated ware, 
whether separately or as a part of respondent’s corporate name, creates 
in the minds of a substantial portion of the purchasing public an im- 
pression that such ware was manufactured in Sheffield, England, or else- 
where in England. The testimony of public witnesses shows that such 
impressions persist even after they have been told that The Sheffield Silver 
Company has its factory in New York, New York, and some such wit- 
nesses rationalized the contradiction by asuming that The Sheffield Silver 
Company must be a branch of, or connected in some way with, an English 
company, or else the contradiction resulted in confusion and uncertainty. 


The symbols or insignia which the respondent imprints on the back 
of its silver-plated ware and in its catalogs, consisting of the crown, a 
head, and the letter ‘‘S,’’ create in the minds of a substantial portion 
of the purchasing public an impression that such products were manu- 
factured in Sheffield, England, or elsewhere in England. 


Paragraph Eight: The silver-plated hollow ware sold by the respond- 
ent is not made in Sheffield, England, but all of respondent’s products 
are made at its place of business at 17 Crosby Street, New York, New York. 


Paragraph Nine: In considering the facts shown by the record, the 
Commission has taken into account the cumulative effect of respondent’s 
use of the word ‘‘Sheffield’’ and of its use of simulations of markings used 
on silverware manufactured in England, which serve no legitimate purpose 
that could not be equally well served without resorting to such simulations. 
Consideration has also been given to the individual and collective impact 
of these practices upon members of the purchasing public in the light of 
the beliefs and impressions which the record shows they entertain with 
respect to silver and silver-plated ware and also the confusion and un- 
certainty engendered. The Commission concludes from the record, and 
therefore finds, that the use of the word ‘‘Sheffield’’ as a part of the 
respondent’s corporate name, and otherwise, as hereinabove set out, and 
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the use of the symbols or insignia hereinabove described, individually and 
collectively have the tendency and capacity to mislead and deceive pur- 
chasers and prospective purchasers of respondent’s silver-plated ware into 
the erroneous and mistaken belief that its said ware is made in Sheffield, 
England, or elsewhere in England, and to induce substantial numbers 
of the purchasing public to purchase said products because of such erron- 
eous and mistaken belief. These acts and practices of the respondent also 
place in the hands of dealers purchasing respondent’s products a means 
and instrumentality whereby they may mislead and deceive purchasers and 
prospective purchasers as to the place of origin of said products. 


Conclusion 


The acts and practices of the respondent as hereinabove found are 
all to the prejudice and injury of the public and constitute unfair and 
deceptive acts and practices in commerce within the intent and meaning 
of the Federal Trade Commission Act. 


Although respondent’s use of the word ‘‘Sheffield’’ has the tendency 
and capacity to deceive, as hereinabove found, the Commission upon con- 
sideration of the remedy necessary to eliminate the deception which re- 
sults from the use of the said word, took into consideration the fact, among 
others, that the respondent does not mark its silver-plated ware with the 
word ‘‘Sheffield’’ as a part of its trade-mark or otherwise, and has 
determined that in the circumstances of this case it is not necessary to 
excise the word ‘‘Sheffield’’ from the respondent’s corporate name. The 
Commission is of the opinion that the deception which is shown to result 
from respondent’s use of the word can be eliminated by the order to 
cease and desist herewith. 


In reaching this decision the Commission gave careful consideration 
to the qualified use of the word ‘‘Sheffield’’ permitted by its modified 
order in Docket No. 1068, Samuel E. Bernstein, Inc., now National Silver 
Company. This proceeding raises no issue as to whether the respondent 
here has copied the designs or patterns of Old Sheffield Plate, and, as 
stated, the respondent has not followed the practice of marking its silver- 
plated ware with the word ‘‘Sheffield’’ as a part of its trade name or 
otherwise. This proceeding does not, therefore, raise for determination 
the question of whether or not it would be proper for the respondent to 
mark its silver-plated ware with the word ‘‘Sheffield’’ in any manner, and 
accordingly the findings as to the facts and the order to cease and 
desist in this matter do not cover that point. However, during hearings 
before the Commission on a tentative order which the Commission proposed 
to enter in this matter, which tentative order was the same in effect as 
the order which is being entered herewith, the question of whether it 
would be proper for the respondent to now adopt for the first time the 
practice of marking its products with its corporate name was raised. 
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Therefore, in order to avoid the possibility of any misinterpretation of 
the scope and effect of the order to cease and desist entered herewith, 
the Commission deems it appropriate to state that such order is not 
intended to sanction the use of the word ‘‘Sheffield,’’ as a part of respond- 
ent’s corporate name or otherwise, on respondent’s silver-plated ware in 
any maner which would be inconsistent with the modified order in Docket 
No. 1068, Samuel E. Bernstein, Ine., now National Silver Company. 


By the Commission, Commissioner Carretta not participating for the 
reason that oral argument on the merits was heard prior to his appoint- 
ment to the Commission. 


Order to Cease and Desist 


This proceeding having been heard by the Federal Trade Commission 
upon the complaint of the Commission, answer of the respondent, testimony 
and other evidence in support of and in opposition to the allegations of 
said complaint taken before trial examiners of the Commission thereto- 
fore duly designated by it, report upon the evidence by Hearing Exam- 
iners Andrew B. Duvall and Webster Ballinger and exceptions thereto, 
recommended decision of Hearing Examiner Clyde M. Hadley and ex- 
ceptions thereto, and briefs and oral argument of counsel; and the Com- 
mission having made its findings as to the facts and its conclusion that 
the respondent has violated the provisions of the Federal Trade Com- 
mission Act: 


It IS ORDERED that the respondent, The Sheffield Silver Company, 
a corporation, its officers, representatives, agents, and employees, directly 
or through any corporate or other device, in connection with the offering 
for sale, sale and distribution of its silver-plated wares made in the United 
States, in commerce, as ‘‘commerce’’ is defined in the Federal Trade Com- 
mission Act, do forthwith cease and desist from: 


1. Using the word ‘‘Sheffield’’ as a part of a corporate or trade 
name, or in any other manner, unless it is clearly revealed in im- 
mediate connection with said word that respondent’s said products 
are said made in the United States and unless each of the said prod- 
ucts is permanently marked or stamped in such a manner as to 
clearly reveal that it is made in the United States. 


2. Stamping, imprinting, marking, or otherwise placing on its 
said products, or in printed matter used in connection therewith, 
any marks which imitate or simulate the hallmarks or other markings 
customarily and generally used by English manufacturers on their 
silverware. 


IT IS FURTHER ORDERED that the respondent shall, within sixty (60) 
days after service upon it of this order, file with the Commission a report in 
writing setting forth in detail the manner and form in which it has com- 
plied with this order. 
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By the Commission, Commissioner Carretta not participating for 
the reason that oral argument on the merits was heard prior to his 
appointment to the Commission. 


In re THOMSON & THOMSON 


Commissioner of Patents—November 28, 1952 


REGISTRATION PROCEDURE—APPLICATION 
Petition to make public list of abandoned trade-mark applications granted. 


MarzaLL, Commissioner. 


A petition has been filed by Thomson & Thomson for permission to 
inspect the list of abandoned trade-mark applications which are period- 
ically removed from the public file of pending applications. 


It appears that information as to when a pending trade-mark ap- 
plication becomes abandoned may be ascertained by any member of the 
public by a repeated inspection of those records relating to pending 
applications which are open to the public, and by inspection of the lists 
of registrations granted. However, such process is both time-consuming 
and expensive. 


The Executive Examiner of the Trade-Mark Examining Operation 
indicates that there would be no difficulty involved in making available to 
the public the lists of trade-mark applications which have become aban- 
doned. In view of that fact and of the fact that such lists contain no 
information which could not be ascertained by the public, it is thought 
that such lists should be made open to public inspection and it is so ordered. 


The petition is granted to the extent indicated. 


SPRAYED INSULATION, INC. v. SPRAYO-FLAKE COMPANY 
Appeal No. 5907—C. C. P. A.—December 17, 1952 


TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


‘*Spraykote’’ for asbestos for use in forming acoustical and heating insula- 
tion is confusingly similar to ‘‘Spray-Cote’’ for acoustical insulation coating. 


TRADE-MarK Act OF 1946—CoNSTRUCTION—IN GENERAL 
It is no longer necessary to establish that goods of parties possess same de- 
scriptive properties. 
CANCELLATION—IN GENERAL 


Registration under 1920 Act is cancellable where registrant did not have bona 
fide exclusive use of mark during year preceding filing of application. 
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CANCELLATION—DEFENSES 


Laches, accompanied by element of estoppel, not available when respondent 
failed to prove actual notice of use of its mark prior to March 15, 1949 and 
cancellation petition was filed September 14, 1949. 


CANCELLATION—EVIDENCE 
Injury is presumed to follow registration of confusingly similar mark, and 
proof of actual confusion in trade is unnecessary. 


Appeal from Commissioner of Patents. 


Cancellation proceeding instituted by Sprayed Insulation, Inc. Vv. 
Sprayo-Flake Co. Respondent-registrant appealed from a decision of the 
Commissioner sustaining the cancellation petition. Affirmed. 


Harry Sommers and Robert I. Dennison, for appellant. 


Cromwell, Greist & Warden, Raymond L. Greist and Fred S. Lockwood, 
for appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
Coz, Associate Judges. 


O’CoNNELL, Judge: 


This is an appeal in a cancellation proceeding from the decision of 
the Commissioner of Patents, acting through the Assistant Commissioner, 
Honorable Ernest F. Klinge, who affirmed that of the Examiner of Inter- 
ferences, 90 U. S. P. Q. 139. Those concurring decisions sustained ap- 
pellee’s petition to cancel appellant’s registration of the mark ‘‘Spraykote,’’ 
issued December 24, 1946, under the Act of March 19, 1920, on the ground 
that appellant’s mark was confusingly similar to the unabandoned mark 
‘*Spray-Cote,’’ previously owned and continuously used by appellee in 
interstate commerce since January 28, 1943, on closely related merchandise. 


There were but two issues raised by the pleadings before the tribunals 
of the Patent Office; namely, priority of appellee’s use of its mark in 
interstate commerce and appellee’s alleged laches, acquiescence, and delay 
asserted in appellant’s answer as a separate and affirmative defense, 
appellant in said answer having expressly made the following admission: 


5. It [appellant] admits that the trade-mark alleged in the Peti- 
tion to be used by the petitioner—‘‘Spray-Cote’’—is confusingly 
similar to registrant’s trade-mark ‘‘SprayKote,’’ and that the goods 
on which the petitioner alleges it is using the trade-mark ‘‘Spray- 
Cote’’ are those upon which registrant’s trade-mark is used are of 
the same descriptive properties. 


Both of the parties took testimony, filed briefs, and were represented 
at the ‘hearings before the examiner and the commissioner. Irrespective of 
the allegations of its pleadings hereinbefore described, appellant con- 
tended before the Commissioner of Patents and contends in its brief here 
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that the following ‘‘Questions Involved and Errors to be Relied Upon,”’ 
when properly considered, are determinative of the issues presented by the 
record. They will be dealt with in sequence. 


‘*1. Do the Goods of the Parties Possess 
the same Descriptive Properties?’’ 


The record discloses that appellant’s product, sold under the mark 
‘*Spraykote,’’ consists of asbestos in a finely divided form for use in 
forming acoustical or heat insulation material, whereas appellee’s product, 
sold under the mark ‘‘Spray-Cote,’’ consists of acoustical insulation 
coating. It is a paint-like liquid intended for use as a coating for 
material similar to the use for which appellant’s goods are applied. 


The point in question was properly disposed of by the concurring 
decisions of the tribunals, as summarized in the commissioner’s decision 
in the following statement: 


* * * Aside from the fact that respondent admitted in its answer 
to the petition that its goods possess the same descriptive properties 
as the goods of the petitioner it was the view of the examiner of 
interferences, that petitioner’s coating composition and respondent’s 
insulating coating composition are so nearly related as to constitute 
goods of the same descriptive properties. I consider the two goods 
closely related especially in view of the fact that companies which 
use the one type of goods also use the other, both are used together 
on the same job in connection with the same type of work, and are 
similarly applied. 


It is interesting to note that appellee’s petition for cancellation here 
in issue, as well as appellant’s answer thereto, were filed in the latter 
part of 1949, long after the Trade-Mark Act of 1946 had gone into effect 
eliminating from the law of the term ‘‘goods of the same descriptive 
properties.’’ It is no longer necessary to establish thereunder that the 
goods of the parties possess the same descriptive properties. The Alligator 
Co. v. Larus & Bro. Co., Inc., 39 C. C. P. A. (Patents) 939, 196 F. (2d) 
532, 93 U. S. P. Q. 436; The Pep Boys v The Edwin F. Guth Co., 39 
C. C. P. A. (Patents) 1015, 197 F. (2d) 527, 94 U. S. P. Q. 158. Grey- 
hound Corp. v. Robinson Houchin Corp., 89 U. S. P. Q. 621; Robert, 
‘““The New Trade-Mark Manual,’’ pages 58-59. 


‘‘2. Did Appellee Establish the User 
Required for These Proceedings?’’ 


Appellee’s testimony and documentary evidence disclose that the mark 
‘“Spray-Cote’’ originated with appellee as early as September 1942, was 
first used in interstate commerce on January 28, 1943, and has been used 
ever since in that respect, including the year preceding the filing of 
appellant’s application for registration on March 2, 1946, under the Act 
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of March 1920. Since such a registration is cancellable where the registrant 
did not have bona fide, exclusive use of the mark during the year pre- 
ceding the filing of the application, appellee had merely to establish that 
it was using the mark ‘‘Spray-Cote’’ during that period. See Old Monk 
Olive Oil Co. v. SW. Coca-Cola Bottling Co., 28 C. C. P. A. (Patents) 
1091, 118 F. (2d) 1015, 49 U. S. P. Q. 192; Servel, Inc. v. Universal 
Slide Fastener Co., Inc., 57 U. S. P. Q. 330; Snowwhite Garment Mfg. 
Co. v. Burlington Mills, Inc., 77 U. S. P. Q. 661. The record fully supports 
the position of the tribunals of the Patent Office established by the 
excerpt from the decision of the commissioner in the following language: 


In regard to the merits of the petition for cancellation the evidence 
submitted by petitioner and the testimony of its witness Fisher 
establish beyond any reasonable doubt that petitioner sold its ‘‘Spray- 
Cote’’ product during the year 1943, long prior to the earliest date of 
use established by the respondent, and that such sales have con- 
tinued up to the time of the present proceeding [July 13, 1951]. 


“*3. Is the Appellee Barred in These Proceedings 
by Laches, Acquiescence and Delay?’’ 


Appellent pleaded the equitable defense of laches and was obliged 
therefore to prove not only that the alleged laches was accompanied by 
the element of estoppel but also fix the date at which appellee first 
learned of appellant’s infringement. Tornello v. Deligiannis Brothers, 
180 F. (2d) 553, 556; Speed Products Co., Inc. v. Tinnerman Products, 
Inc., 93 U. S. P. Q. 193, 202; and Cohn & Rosenberger, Inc. v. Kaufman 
& Ruderman, Inc., 94 U. S. P. Q. 13. The following finding was approved 
by the commissioner and is here approved: 


The equitable principle of laches relates to the lack of diligence in 
enforcing a right against an infringer thereof; and for this principle 
to be applicable, it therefore must appear, in the first instance, that 
the party charged with laches failed to exercise such diligence fol- 
lowing notice, actual or constructive, of the facts creating his cause of 
action. West Disinfecting Co. v. Owen, 76 U.S. P. Q. 315, C. C. P. A. ;1 
R. C. Williams & Co. Inc. v. Gordon, 76 U. S. P. Q. 67. In the present 
ease, it is the respondent’s contention that the petitioner had con- 
structive, if not actual, notice of the respondent’s use of the mark 
‘*Spraykote’’ for several years prior to the filing of the instant can- 
cellation proceeding on September 14, 1949, because of the respondent’s 
asserted extensive sales and advertising of goods bearing that mark 
since about 1944. It has not been made to appear as a fact, however, 
that the petitioner had actual notice of respondent’s use of the mark 
‘‘Spraykote’’ at any time prior to March 15, 1949, when the registra- 
tion here in question was cited as a reference against the petitioner’s 
application for registration of the mark ‘‘Spray-Cote.’’ Nor, in the 
opinion of the examiner, has it sufficiently been made to appear that 
the respondent’s sales and advertising of its goods under the mark 


1. West Disinfecting Co. v. Cliff C. Owen, 35 C. C. P. A. (Patents) 843, 165 F. (2d) 
450, 76 U. 8. P. Q. 315. 
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‘‘Spraykote’’ were of such nature and extent as to have come to the 
attention of the petitioner in the ordinary course of its business. * * * 


Appellant makes the fourth point that appellee’s petition for can- 
cellation should have been dismissed for lack of proof on its part of damage 
or actual confusion in trade. However, as properly indicated below, injury 
to the owner of a previously registered unabandoned mark will be pre- 
sumed to follow the subsequent registration of a confusingly similar mark 
for related goods. American Cyanamid Co. v. Synthetic Nitrogen Prod. 
Corp., 19 C. C. P. A. (Patents) 1235, 58 F. (2d) 834, 13 U. S. Pat. Q. 42; 
Lever Bros. Co. v. Armour & Co., 58 App. D. C. 20, 24 F. (2d) 285; 
American Thread Co. v. L. Copley-Smith & Sons, Ltd., 76 U. S. P. Q. 128. 


Appellant’s fifth and final contention is that the decision of this 
court in The White Company v. Vita-Var Corporation, 37 C. C. P. A. 
(Patents) 1039, 182 F. (2d) 217, 86 U. S. P. Q. 84, is a binding and 
controlling precedent for appellant in the present case. The point is 
without merit and was held to be so by the tribunals of the Patent Office 
for the obvious reason that the two cases are essentially different from 
both a factual and legal viewpoint. 


For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents is affirmed. 


BOND STORES, INCORPORATED v. THE MAY DEPARTMENT 
STORES COMPANY 


Commissioner of Patents—No. 5594—January 9, 1953 


CANCELLATION—-IN GENERAL 


‘*Park Lane’’ for hosiery may be cancelled by prior registrants ownership of 
‘‘Park Lane’’ for men’s suits, coats, hats and caps. 


CANCELLATION—DEFENSES 


Fact that goods are dissimilar and noncompetitive is insufficient to counteract 
usual presumption of confusion which ordinarily obtains where goods are 
related. 


CANCELLATION—DEFENSES 


Although goods are not competitive, the fact that they are sold by some 
dealers in same stores to same class of customers sustains finding of likelihood 
of confusion. 


CANCELLATION—DEFENSES 


Defense of laches cannot be sustained unless evidence shows that delay was 
accompanied by other factors sufficient to create an estoppel. 


CANCELLATION—DEFENSES 
Defense of laches inappropriate when respondent fails to take whatever 
testimony may be necessary to establish the defense. 
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Appeal from Examiner of Interferences. 


Trade-Mark cancellation proceedings by Bond Stores, Incorporated v. 
The May Department Stores Company. (Registration No. 253,957, issued 
March 12, 1929, and renewed.) 


Registrant appealed from decision sustaining petition to cancel. 
Samuel Herrick of Washington, D. C., for petitioner. 
Theodore W. Miller of Chicago, IIll., for respondent. 
McCann, Examiner in Chief: 


This is an appeal by The May Department Stores Company from the 
decision of the Examiner of Interferences sustaining the petition brought 
by Bond Stores, Incorporated to cancel registration No. 253,957 for ‘‘ Park 
Lane’’ as applied to hosiery, which mark was republished on September 
27, 1949, under the provisions of section 12(¢c) of the Act of 1946. 


The petitioner’s right of action is based upon the allegations of own- 
ership of registrations No. 218,070 and No. 242,842 for the same marks, 
‘*Park Lane’’ as applied, respectively, to men’s and boys’ suits, raincoats, 
and overcoats, and men’s and boys’ hats and caps. The statutory basis 
upon which the petition for cancellation is brought is that clause of 
section *2(d) of the Act of 1946 relating to the likelihood of confusion or 
deception of purchasers as to the origin of the goods. 


It is the respondent-appellant’s position that the goods are dissimilar 
and noncompetitive, and since no actual confusion was shown by petitioner 
notwithstanding the concurrent use by the: parties of the mark on their 
respective goods for twenty-one years, this fact in itself is sufficient to 
counteract the usual presumption of confusion that ordinarily obtains 
where the goods are merely related, as in the instant case. 


It is the examiner’s position that while the goods are not competitive 
they obviously are closely related articles of apparel and it is his opinion 
that their contemporaneous sale under the identical notation ‘‘Park Lane’’ 
would be likely to cause confusion or mistake or deceive purchasers. 


It is obvious that the goods in question are closely related, and while 
they are not competitive, they are sold by the same dealers in the same 
stores to the same class of customers. The examiner was clearly correct 
in his holding that the contemporaneous use of the identical mark ‘‘ Park 
Lane’’ on the said goods would be likely to cause confusion or mistake or 
deceive purchasers as to the origin thereof. Phillips-Jones Corporation v. 
May Hosiery Mills, 581 O. G. 522, 67 U. S. P. Q. 238; The May Depart- 
ment Stores Company v. Maycourt Hosiery Mills, Inc., 633 O. G. 1026, 85 
U. S. P. Q. 20; 8S. H. Kress & Co. v. Kaufmann Department Stores, Inc., 
504 O. G. 854, 41 U. S. P. Q. 790 
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Respondent-appellant also contends petitioner is barred by laches to 
now petition for cancellation of its mark which it has used for twenty-one 
years and that petitioner had constructive notice of that fact by virtue of 
respondent-appellant’s prior registration and took no action during that 
period. 


The examiner held that mere delay by the owner of a trade-mark in 
taking appropriate action against an infringing use thereof cannot in and 
of itself sustain the defense of laches, and since respondent-appellant has 
failed to file evidence that petitioner’s delay was accompanied by other 
factors sufficient to create an estoppel, the defense of laches cannot be 
sustained. 


The Examiner of Interferences was clearly correct in this holding that 
lapse of time in itself is insufficient. It must affirmatively appear that 
the delay was accompanied by circumstances compelling enough to give 
rise to an estoppel. In other words, there should be evidence to establish 
that respondent-appellant’s business was not only substantial, but that he 
would be in a worse position now than if cancellation proceedings were 
earlier instituted, i.e., by a showing of increased sales, profits, investments, 
ete. Willson v. Graphol Products Co., 38 C. C. P. A. 1030, 188 F. 2d 498, 
89 U. S. P. Q. 382; West Disinfecting Company v. Owen, 35 C. C. P. A. 
843, 165 F. 2d 450, 76 U. S. P. Q. 315; The Lightnin Chemical Company v. 
Royal Home Products, Inc., 39 C. C. P. A. 1031, 197 F. 2d 668, 94 
U.S. P. Q. 178. 


Furthermore, it should be noted that section 14 of the Act of 1946 
provides in part that cancellation proceedings may be brought by any 
person who believes he is or would be damaged by the registration of a 
mark on the Principal Register established by this Act within 5 years 
from the date of the publication under section 12(c) of a mark registered 
under the Act of March 3, 1881 or the Act of February 20, 1905. It seems 
obvious, since petitioner filed its petition for cancellation within the pre- 
scribed statutory period, that the defense of laches would not ordinarily 
be applicable here. Lowell Needle Co., Inc. v. H. & A. Selmer, Inc., 657 
O. G. 1267, 92 U. S. P. Q. 387; Vestal Laboratories, Inc. v. Hillyard 
Chemical Company, 656 O. G. 935, 92 U. S. P. Q. 289. 


Respondent-appellant finally requests, in view of the Willson v. 
Graphol Products Co., supra, that this case be remanded to the Examiner 
of Interferences so as to enable respondent-appellant to aduce evidence 
as to the extent of the use of its mark including expenditures on ad- 
vertising and exploitation of the mark. 


Petitioner opposes this request and points out that in the Willson v. 
Graphol Products Co. case, the court remanded that case for the purpose 
of taking additional testimony whereas here respondent-appellant has 
failed to put in any testimony and is now trying to cover this failure by 
the request to remand, 
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The cancellation proceedings in the Willson v. Graphol Products Co. 
ease was filed under section 13 of the Act of 1905. Laches was not a 
proper defense under that Act and was not ruled upon by the Commis- 
sioner or the examiner in their decisions. As the Act of 1946 became 
effective while that case was pending, the Court held the appellant was 
entitled to the benefits of section 19 of the Act of 1946 and remanded the 
ease to the Patent Office for further proceedings. In the instant case the 
cancellation proceedings were filed under the Act of 1946. Laches was 
pleaded by respondent in his answer, denied by petitioner in his brief, 
and ruled upon by the Examiner of Interferences in his decision. It was 
respondent’s duty to take whatever testimony necessary to establish his 
defense during the period set by the Examiner of Interferences and having 
failed to do so this case must be decided upon the record herein. Re- 
spondent’s request that this case be remanded to the Examiner of Inter- 
ferences for the purposes of permitting him to take testimony in order to 
sustain his defense of laches is denied. 


The decision of the Examiner of Interferences is affirmed. 


[Attention is called to the change in time for filing a civil action, see 
17 Federal Register 10864, Dec. 2, 1952; 665 O. G. 650, Dee. 16, 1952. ] 
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